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Lucasfilm vs. Ainsworth 
[2011]UKSC39

• Facts:

• Questions:

• Justiciability of foreign 
copyright claims?

• Jurisdiction according to 
Art 2 Brussels I 
(defendant’s domicile)?
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The Court of Appeal ([2009] EWCA Civ 1328, [2010] Ch 503) ]

1. Foreign copyright related claims are not justiciable 
(Mocambique rule)

2. UK Court has no obligation to assert jurisdiction 
according to Art2 of Brussels I Regulation 



Traditional approach in common law

British South Africa Co v Companhia 
de Moçambique [1893] AC 602 Potter v Broken Hill [1906] HCA 88
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Lucasfilm vs. Ainsworth [2011]UKSC39
The decision of the Supreme Court

The questions:
(1) distinction between actions to 
determine title and/or validity 
and actions for infringement of 
rights; 
(2) distinction between actions 
for infringement which raise 
issues of title and/or validity and 
actions for infringement which do 
not; 
(3) distinction between 
intellectual property rights which 
require registration or prior 
examination and those which do 
not, 

(4) whether the conflict of laws 
rules relating to tortious conduct 
abroad have undermined the 
older decisions; and
(5) whether the act of state 

doctrine has any relevance to 
actions for infringement of 
intellectual property rights.
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“so far as English proceedings are concerned, that basis for the 
decisions in Potter v Broken Hill Pty Co Ltd….has disappeared” 
(para.80)

In the USA, “in the case of copyright infringement, it has been held 
that the act of state doctrine has no application because there is no 
need to pass on the validity of acts of foreign government 
officials“ (para. 83-84)

“in England the foreign act of state doctrine … should not 
today be regarded as an impediment to an action for 
infringement of foreign intellectual property rights, even if 
validity of a grant is in issue” (para.86) 
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• “The effect of what is now article 22(1)) was 
that the Moçambique rule no longer applied 
within the Member States, and that where 
proceedings in relation to intellectual property 
fell outside what is now article 22(1), the 
general rules of jurisdiction applied, and there 
was no room for an objection of non-
justiciability.” (para.96) 
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Manga-
Mura 



• The contents were 
provided by Cloudflare in 
California

• The server of Manga mura
located in Ukraine

• The server was contracted 
by a Swedish service 
provider 

• A man was arrested in 
Manila
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Issues and Implications

Territoriality of IP 

Globalization of the Market

Harmonization of the level of 
protection (the Berne Conventions, 
the TRIPS etc.)

Less progress in the field of private 
international law (PIL)

These cases as signs of the need for 
more thoughts about IP and PIL 
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Scholarly 
Works

• Intellectual Property: Principles Governing 
Jurisdiction, Choice of Law, and Judgments in 
Transnational Disputes (2008) (American Law 
Institute)

• Conflict of Laws in Intellectual Property: The CLIP 
Principles and Commentary (2011) (European Max-
Planck Institutes) 

• Korea-Japan Project (2011) (Regional) 

• Transparency Project (2009) (lege lata in Japan)

• The Kyoto Guidelines on IP and PIL, the International 
Law Association (2020) (global soft-law instrument ) 
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Legislative 
Projects

The Hague Judgment 
Project from 1992: A 
Draft mixed Convention 

→ the 2005 
Convention on Choice 
of Court Agreement 

(cf. The Brussels/ 
Ligano: a double 
Convention) 

The Convention on the 
Recognition and 
Enforcement of Foreign 
Judgments in Civil or 
Commercial Matters 
(2019) 

(simple Convention) 
(not yet in force)

Article 2 excludes IP 
from the scope
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Awareness Raising 
by International 
Organizations
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• WIPO

• The Hague Conference on PIL (HCCH)
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Which court 
decides?

Which law 
applies?

When are foreign 
judgments 

recognized and 
enforced?
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The ILA Kyoto Guidelines on IP and PIL
(2020)
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Jurisdiction: 
a few examples

Basic Forum

3. Defendant’s Forum

Unless otherwise provided for in these 
Guidelines, the defendant should be

subject to the jurisdiction of the courts of the 
State in which he or she is

habitually resident. The courts' jurisdiction shall 
be territorially unlimited.

e.g. 

A sues B for worldwide infringement of copyright 
in a blockbuster movie based on the alleged 
making available of the movie in a peer-to-peer 
file-sharing network. A claims for injunctive relief 
and for damages. If A brings suit in the courts of 
the State of B’s habitual residence, the courts 
may order injunctive relief and damages on a 
worldwide basis. 



Contracts

4. Contracts

In disputes concerning intellectual property 
license or transfer contracts, a

person may be sued in the courts of the State 
for which the license is granted

or the right is transferred; the court’s 
jurisdiction shall be territorially limited to the 
State in which the court is situated.

e.g. 1

Writer A from State X is in dispute with her 
publisher B from State Y over the accounting 
statement of the sales figures of her last novel in 
the X. A seeks additional information and 
supplementary license fees from B. A may bring 
suit before the courts of X since the rights in 
dispute have been granted for State X. 



Contracts
(contd.)

e.g.2

If A seeks information and license fees with 
regard to B’s use of her novel in States X and 
in Y, A may still bring suit before the courts of 
X but only limited to the information and the 
license fees regarding B’s use of the novel in 
X. If A wants to concentrate both the X and 
the Y part of the case in one suit, she must 
sue in the defendant’s forum in State Y. 



Infringements

5. Infringements

In a case of an alleged infringement a person 
may be sued:

(a) In the courts of the States where the alleged 
infringer has acted to initiate or further the 
alleged infringement; the courts' jurisdiction to 
award remedies arising from those acts shall be 
territorially unlimited; or

e.g.

A, a habitual resident of State X, establishes and 
operates an internet facility and website in State 
Z which allow A to distribute protected materials 
globally. B, a creator in Z, sues A in State Z, 
claiming that A is liable for unauthorized use of 
B’s intellectual products worldwide. 

A is amenable to suit in Z for worldwide damages 
caused by operating its facilities in Z. 



Infringements 
(contd.)

(b) In the courts of the States where the 
infringement may have caused direct substantial 
harm unless it could not be anticipated that the 
infringement would cause that harm there; the 
courts' jurisdiction shall be territorially limited 
to the State in which the court is situated.

e.g.

In contrast, had A offered the same material and 
taken steps, such as declining advertisements 
from Z, installing a means for geo-blocking that 
filters out users in Z, and refusing purchases 
made with credit cards issued in Z, it would not 
be amenable to suit in Z on the ground that it 
could not have anticipated causing harm there. 



Overview: 
jurisdiction

Basic forum

Defendant’s forum

Alternative forum

Contracts

Infringements

Statutory Remuneration for the Use of Works or Subject-
Matter of Related Rights

Consolidation

Title and Ownership

Other Fora

Choice of court

Submission/ Appearance

Validity of claims

Declaratory actions

Protective/ Provisional measures

Counterclaims

Insufficient grounds 

Coordination and Cooperation



A few examples: Applicable Law

General Rules
19. Existence, Scope and Transferability 
(lex loci protectionis)

The law applicable to determine the 
existence, validity, registration, duration, 
transferability, and scope of an 
intellectual property right, and all other 
matters concerning the right as such, is 
the law of the State for which protection 
is sought.

e.g.
A, composer living in State X, signs a 
contract with B, an opera company in 
State Y, to create a new production of an 
opera composed by A. The license 
contract contains a choice of court clause 
(State X as agreed forum State), but no 
choice of law clause. On the first night, A 
realizes that in this new production, the 
ending scene of the opera is differently 
staged from his original idea, while the 
musical part was not changed. A sues B 
in State X for compensation and 
injunction restraining B from performing 
infringing acts in State Y. The copyright 
law of State Y should be applied to the 
question if such a staging would infringe 
A’s copyright. 
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Contracts

21. Freedom of Choice 
Parties may choose the law 
governing their contractual 
relationship. 
Such a choice of law shall not, 
however, have the result of 
depriving the creator or performer 
of the protection afforded to 
him/her by the provisions that 
cannot be derogated from by 
agreement under the law that, in 
the absence of choice, would have 
been applicable pursuant to 
Guideline 22. 

e.g. 
A is a novelist who resides in State X. 
He signed a publishing contract with 
a publisher also established in State 
X for distribution of the novel in 
several X-speaking States. The 
contract states that it is governed by 
the law of State W (a non-X-speaking 
State). To the extent that the 
contract presents a closer nexus with 
State X (on the basis of Guideline 22), 
the choice of the law of State W 
cannot deprive the author of the 
benefit of the more protective rules 
in force in State X. 
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Ubiquitous infringements

26. Law Applicable to Ubiquitous or Multi-state 
Infringements
(1) When the infringement in multiple States is 
pleaded in connection with the
use of ubiquitous or multinational media, the 
court may apply to the infringement as a whole 
the law or laws of the State(s) having an 
especially close connection with the global 
infringement. Relevant factors to determine the 
applicable law (or laws) in these situations 
include:
the place where the harm caused by the 
infringement is substantial in relation to the 
infringement in its entirety;
the parties’ habitual residences or principal 
places of business;
the place where substantial activities in 
furthering the infringement have been carried 
out.

e.g. 

A, who resides in State X, owns rights into a song. 
The song was uploaded without authorization on 
B‘s website and became accessible for free in 
essentially all States around the world. B resides 
and B‘s business is registered in State Y. B‘s 
website is in English and its users primarily come 
from English-speaking States, such as State X, 
where A‘s songs are best known. A sues B in State 
Y, B‘s domicile, and requests the court to 
adjudicate the entire multi-state dispute under 
the law of State X. X‘s law arguably has an 
especially close connection with a dispute since 
significant harm occurred in State X when users 
originating in State X downloaded the song, and 
at least one party resides in State X. 
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(contd.)

(2) In situations where 
paragraph (1) is applied, any 
party may prove that, with

respect to particular States 
covered by the action, the 
solution provided by any of 
those States’ laws differs from 
that obtained under the 
law(s) chosen to apply to the 
case as a whole. The court 
must take into account such 
differences when fashioning 
the remedy.

State‘s X law allows additional 
(punitive) damages. As State‘s 
Y law does not allow additional 
damages, B can claim that 
State‘s Y law, if applied, would 
lead to a different result. The 
court may take this into 
account and reduce damages 
in proportion to a number of 
users who accessed the song 
from State Y. 
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Overview: applicable law

General Rules

Existence/ Scope/ 
transferability 

Initial ownership/ allocation 
of rights

Contracts

Freedom of Choice

Absence of Choice

Employment Contracts

Formal Validity

Infringements

Basic rule on infringement

Ubiquitous or Multi-state 
Infringements

Collective Rights 
Management in the Field of 
Copyright and Related 
Rights

9/8/2021 29



9/8/2021 30



Overview: 
Recognition 
and 
Enforcement

9/
8/

20
21

3
1

• Object of Recognition and 
Enforcement

• Effects of a Foreign Judgment

• Grounds for Non-Recognition 
and Non-Enforcement

• Partial and Limited Recognition 
and Adaptation


