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INTRODUCTION

The Fide Foundation, a legal-economic think-tank operating out of
Madrid, Spain, and TIPSA (Transatlantic Intellectual Property Academy)
continue to join forces to organise, since the first weeks of the Covid
pandemic back in 2020, a longstanding Program of Global Digital
Encounters, scheduled periodically around the area of Intellectual
Property, with the goal of “Re-imagining IP in an ever-changing world".
The situation we live in has highlighted and made unstoppable
something that we already knew: we are heading towards a world in
which intangible assets are going to be key in a society oriented
towards artificial intelligence and the data economy, where Metaverse,
NFTs, Blockchain technology, Industry 4.0, Biotechnology and Biocomputing will be the keywords for the future.
So, the question is served: if intangible assets are increasingly
important, how is the current Intellectual Property system duly
equipped to respond to the needs of this new world? The Global
Digital Encounters aim at addressing this fundamental issue with courage.
The present Publication reports on, and summarises think-tank work
performed at all Encounters that took place between June 2021 and
June 2022.
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INTRODUCTION

All online encounters were open to any interested person (Academics,
Professionals, Senior Students, etc) from all continents and our Faculty
has been selected among the most relevant IP scholars and professionals
all over the world, who all acted as Volunteers in this Activity.
Up to 1000 participants from 60-70 countries of all continents normally
gather at each of our Encounters, participate on the debates, have access
in advance to readings for the Encounter, and get access, the day after
the encounter, to the full Event Registration, followed by the Encounter's
report.
The Global Digital Encounters form integral part of the solidarity
projects run by both organisations to support the international, European,
and national plans to promote solid and sound frameworks for Intellectual
Property to develop.
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INTANGIBLE CULTURAL
HERITAGE AND IP
GLOBAL DIGITAL ENCOUNTER 13
FRIDAY, JUNE 18TH, 2021
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Università degli Studi di
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OBJECTIVES
In a post-crisis environment, re-imagining IP may mean better
understanding and further enhancing its role for society in supporting the
safeguard, protection, and promotion of intangible cultural heritage. How
may both the economic function of IP and its social function support
intangible cultural heritage’s preservation and valorization? Will the
complex period of economic recovery leave more space to it than in the
past? Can multilateral treaties be developed or expanded in this respect?
Which relation is to be developed between Intangible Cultural Heritage
and IP in a sustainable development and indigenous people-oriented
perspective? Speakers from various continents, with a variety of opinions
will provide a worldwide picture of the future of Intangible Cultural
Heritage and IP in a profoundly transformed world.
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REPORT
INTRODUCTION

In a post-crisis environment, re-imagining Intellectual Property (IP) may
mean better understanding and further enhancing its role for society in
supporting the safeguard, protection, and promotion of Intangible
Cultural Heritage (ICH). How may both the economic function of IP and its
social function support preservation and valorization of ICH? Will the
complex period of economic recovery leave more space to it than in the
past? Can multilateral treaties be developed or expanded in this respect?
Which relation is to be developed between ICH and IP in a sustainable
development and indigenous people-oriented perspective? Speakers
from various continents, with a variety of opinions will provide a
worldwide picture of the future of ICH and IP in a profoundly transformed
world.
Prof. Benedetta UBERTAZZI: The cornerstone of the protection of ICH
is the 2003 UNESCO Convention for the Safeguarding of the Intangible
Cultural Heritage. The Convention seeks to avoid engaging with
questions related to IP. As stated in the Art. 3(b) of the Convention,
“nothing in this Convention may be interpreted as affecting the rights
and obligations of States Parties deriving from any international
instrument relating to intellectual property rights”. However, from the
Operational Directives for the 2003 UNESCO Convention do address IP
rights. It is mentioned that “States Parties shall endeavour to ensure in
particular through the application of intellectual property rights… that the
rights of the communities, groups and individuals that create, bear and
transmit their intangible cultural heritage are duly protected when raising
awareness about their heritage or engaging in commercial activities”.
Many communities have also in practice also utilized intellectual property
rights as tools safeguarding their ICH. Due to this development,
Operational Directives were amended. In order to foster sustainable
development, State Parties are now encouraged to introduce IP
mechanisms to protect the cultural heritage. IP Rights are hence not
contrary to the UNESCO Convention. IP rights as proprietary rights can,
however, be harmful to ICH if not carefully implemented. The risk is that
IP rights benefit only a few members of the bearer community and
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therefore may create frictions within the community – also risking the
vitality of ICH. So, are IP rights good safeguarding measures for the ICH?
1 - HOW HAVE BEARER COMMUNITIES BENEFITTED FROM
UNDERSTANDING AND USING DIFFERENT KINDS OF INTELLECTUAL
PROPERTY RIGHTS, INCLUDING SUI GENERIS RIGHTS IN
SAFEGUARDING THEIR ICH?

Alexander PARRA PEÑA highlighted that it is important to understand
the benefit of intellectual property protection in the context of ICH. For
instance, he has been running a program (for an organization called
“Artesanías de Colombia”) in Colombia, which has focused on intellectual
property protection for traditional Colombian handicrafts. The program
has managed to bring artisans closer to the tools available through IP
protection. In Colombia, trademarks and collective trademarks have
been used to guarantee the protection of handicrafts. Also, some
protection of industrial design and protection of designated origin (PDOs)
have been utilized. Even copyright protection can be used to protect
handicrafts. Copyright is free for everyone to register in Colombia and for
example, ‘applied craft’ can be eligible for copyright protection. When it
comes to sui generis protection of ICH, no sui generis legislation exists as
of today in Colombia.
PARRA PEÑA gave one more example to point out the urgent need of
protecting ICH. El Pasto de Barniz o Mopa Mopa is a very known
traditional handicraft technique from Colombia, and it has been granted a
PDO ten years ago. Last year, el Pasto de Barniz o Mopa Mopa was even
inscribed to the UNESCO list of Intangible Cultural Heritage in Need of
Urgent Safeguarding. The community is in need of urgent government
aid since the number of skilled artisans is diminishing. Also, due to
climate change and deforestation, the raw materials used in this type of
handicrafts are becoming more difficult to acquire. So, Artesanías de
Colombia has been helping the artisans in order to increase awareness
about the tools of IP. The organization has been aiming to make the tools
of IP more available for the artisans and thereby combat inter alia
misappropriations. Some commercial intermediaries have taken into
account the occurrence of misappropriations and reacted to that
accordingly. The challenge is that the traditional knowledge is often not
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respected – and IPR tools alone are often not enough in order to protect
these handicrafts in the market.
Dr. Harriet Deacon has been working in India with three different
bearer communities. Connecting to the speech Alexander PARRA PEÑA
gave, Dr. DEACON highlighted that it is incredibly important for the
bearer communities to understand what their rights are. In one case, a
traditional Indian dance group was included in a movie but was not
attributed in the credits. Once the dancers knew they had the legal right
to be attributed in the movie credits they were able to negotiate better
with movie makers or other third parties. Being attributed to the audiovisual material helps the dancers to become more known and creates
wider awareness about the art form in the public. Furthermore, it helps
the dancers to make a living.
Prof. Dr. Tuomas MATTILA wanted to raise two key points related to
the discussion. First of all, it has been an important realization among
indigenous people that ICH is also an intangible asset, and therefore
something that should be protected by available legal remedies, such as
IPR’s. Cultural heritage has social, political, even religious values and it
even has economic value. Conceptually there are justified arguments that
ICH is protected and should be protected by law. The second realization
is that there are already actual remedies that can be used, for instance in
IP law. This also relates to a sort of paradigm shift in thinking as
historically it has been assumed that cultural heritage is something that is
not protected at all and therefore is free for anyone to use in any way. In
later years, people have come to realization that cultural heritage is not
necessarily something that is always in the public domain, and instead the
dichotomy of “privately owned” and “public domain”, some elements of
ICH could be seen between these two opposites, as communal or
collective (i.e. neither private nor public). There are some actual remedies
to use – even though these remedies might not always be optimal. It is
also understandable that building awareness about the existing legal
remedies requires some time since for example both trademark law and
copyright law are quite abstract legal constructions.
MATTILA's own work has been focusing on the IP protection of Sámi
culture. Sámi people are indigenous people inhabiting Sápmi, which
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nowadays covers large parts of northern Norway, Sweden, Finland, and
Russia. How have been these communities been able to utilize current IP
laws then? As of to date, the Sámi people have registered two trademarks
to distinguish authentic Sámi handicrafts. This is an example of “positive”
or “active” protection, where indigenous communities actively seek for
protection by the legal system. There is another example of a more
“defensive” kind of protection where a Norwegian jewellery company
claimed proprietary rights into a mark similar to the Sámi symbol and
thereby tried to hinder Sámi artisans from using their traditional symbol.
There was a public outcry from the Sámi community and eventually, this
led to the invalidation of the corporation’s trademark registration by the
registration authority on the basis of the public morality clause – it would
have been against public morality to hinder Sámi people from access to
their traditional cultural symbols.
2 - A) WHAT HAVE BEEN THE CHALLENGES IN ADOPTING THE
PROPRIETARY RIGHTS IN CULTURAL HERITAGE? HOW HAVE THESE
CHALLENGES BEEN ADDRESSED?

Prof. Dr. Tuomas MATTILA started by pointing out that progress has
been made in raising awareness about the legal protection of ICH. The
idea of protecting ICH has, by analogy, similarities to the ratio legis and
logic of IP laws. If one looks carefully, the ICH expressions are products of
human intellect and creativity, often produced in over-generational
processes, and in this sense similar to copyright protected works. Designs
and symbols can also be used in distinguishing certain origins or
communities, and there is a similarity to IP protection and purpose of
trademarks.
Challenges occur in using the protection. If ICH is protected by
trademark or a copyright, it must be then perceived as an object of IP
right. This requires legal definitions which might be difficult to achieve.
Traditional designs often evolve and defining them might be difficult.
And also, introducing a definition in a fixed form might pose some risks
for the development of the culture in the future.
MATTILA also pointed out the challenges of bringing these legal
concepts into bearer communities. When a propriety right is introduced,
it must have an owner. However, ownership structures are quite different
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in the indigenous communities than what our legal system assumes, and
also the concepts of e.g. ownership and property might have different
meanings. As a solution, Mattila proposed that the authorities take the
time to listen what is the desired outcome from the perspective of the
indigenous community – then it is possible to match the legal protection
with the indigenous traditions and culture.
2 - B) HOW HAVE ALTERNATIVE STRATEGIES OR CUMULATIVE
REMEDIES BEEN APPLIED, SUCH AS ETHICAL CODES OR CONSUMER
BOYCOTTS?

Alexander PARRA PEÑA continued with another example. In this case,
the action was not only taken by the consumers but also by the artisans
themselves. It also serves as an important example where it can be shown
that the IP protection of handicrafts works in practice. This case occurred
eight years ago to the indigenous community producing a traditional
Colombian hat, (“Sombrero vueltiao”, which is a Colombian cultural
symbol and known even internationally). In Colombian tourist markets,
counterfeits of “sombreros vueltiaos were being sold (these were
unauthorized copies, made in China). The Artesanías de Colombia
approached several authorities, including the Colombian IP office,
showing that the artisans had the rights to the traditional hats (there was a
registered collective trademark “Sombrero Vueltiao” and also, some
video material was used as evidence). The Colombian IP Office ordered,
as a preventive measure the suspension of production, marketing, and
sale of hats that imitate, or seems to be, or represents or resembles a hat
shown in the video material. Also, consumer laws may provide protection
and tackle the “freeride problem” associated with counterfeits. Following
that, the Colombian authorities also ordered border measures, which
stopped the containers arriving from China (containing counterfeited
hats). 70 000 unauthorized copies were destroyed. Campaigns are driven
(directed to consumers) in order to increase awareness about how original
products can be identified.
3 - HOW CAN IP RIGHTS STRATEGIES BE BETTER INTEGRATED INTO
SAFEGUARDING CULTURAL HERITAGE AND RAISING AWARENESS
AND/OR PROMOTIONAL STRATEGIES, ESPECIALLY WHEN BEARER
COMMUNITIES AIM TO USE THEIR INTANGIBLE CULTURAL HERITAGE
FOR SUSTAINABLE ECONOMIC DEVELOPMENT, FOR EXAMPLE
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THROUGH TOURISM OR PRODUCT SALES?

Dr. Harriet DEACON realized in the HIPAMS project in India (on
heritage-sensitive marketing and intellectual property strategies) that it
was actually difficult to integrate considerations around safeguarding ICH
on the one hand, and on the other hand establishing IP protection or
promotion and marketing of cultural products. A lot of the resources that
existed for communities were either on ICH safeguarding or IP protection
or marketing cultural products, but not on how to combine these
approaches: “How does it look when ICH, IP protection, and marketing
strategies work all together?” Hence, they worked with three
communities in India to try to develop some HIPAMS strategies for
marketing their own products (which were already placed on the market)
in a heritage-sensitive way. This is particularly important because there
are actual risks to putting cultural products on the market, going beyond
risks of misappropriation in the market context to include
decontextualization of the heritage. It is often difficult for communities to
take a problem to court because legal advice is expensive, and the bearer
communities do not always know their rights. One of the strategies was
the development of ethical codes based on the Intangible Heritage
Convention Ethical Principles, which helped to educate artists about their
own rights. The ethical codes were useful in the negotiation between
artists and consumers and raised the status of artists.
The HIPAMS project in India looked for problems and solutions across
four dimensions: (1) Community governance and empowerment - how
communities want to organize themselves, what is their knowledge about
their rights; (2) Heritage Skills Repertoire - What are the skills or
knowledge they want to protect?; (3) Reputation - how is the cultural
heritage valued both within the community and outside it?; and finally, (4)
Heritage sensitive innovation, how can it change over time but still be
considered part of the heritage?
The Q&A session addressed, inter alia, will we see in the future that the
code of ethics and guidelines will start to affect the case law related to
ICH. Tuomas MATTILA highlighted the importance of putting the needs
of the indigenous community first and suggested to review how IP laws
could be adjusted to more answer to collective needs, such as collective
trademarks. Dr. DEACON also pointed out that IP law does contain
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opportunities to protect ICH – such as the public policy exception in
trademark law. Question was also raised, whether or not IP issues
concerning ICH should be connected to wider debates about the impact
of commercialization on ICH. Lively debate was also centring around the
free trade agreements and protection of ICH, especially in the new
continental free trade area in Africa. There are provisions in FTAs that can
harmonise the protection of cultural heritage. However,
misappropriations by third parties in other countries not covered by such
FTAs might remain a problem. Legal protections might create constraints
for the ICH or actually enhance it.
CONCLUSION

Prof. Benedetta UBERTAZZI concluded that this 13th Digital Encounter
has aimed to contribute to the ongoing debate surrounding the
relationship between IP rights and ICH, and to engage on the positive
aspect of adopting IP rights in the context of ICH. Like any protective
legal mechanism, when IP rights are not carefully adopted and are not
applied in a manner consistent with UNESCO’s ethical principles for
safeguarding ICH, they are not beneficial and can be actively damaging
to ICH. Such cases demonstrate that the adoption of IP rights on ICH is
not an easy task, and the strategies to effectively safeguard ICH in a
sustainable manner must be devised carefully. However, IP rights may
support the sustainable development of the living heritage to which they
are associated as ICH safeguarding measures. IP rights can provide both
positive and defensive protection for the ICH. Positive protection involves
communities registering IP rights on their own ICH to achieve the desire
for protection. To achieve positive protection of ICH through IP rights,
the correct IP rights must be selected to provide the type of protection
the bearer community desires. Additionally, the implementation of IP
rights must be drafted with full community participation. Defensive
protection engages communities defending their ICH through IP rights
that infringe their ICH, as their legal rights, complementary to IP rights,
such as image personality rights. Even boycotting strategies can also be
implemented to provide defensive protection for ICH practicing
community.
Report written by Eetu Huhta and Florence Byrd.
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EXPANDING BUSINESS
THANKS TO DATA ECONOMY:
IP AS A TOOL
GLOBAL DIGITAL ENCOUNTER 14
THURSDAY, JULY 15TH, 2021

SPEAKER

SPEAKER

MODERATOR

Dominique GUELLEC

Guido NOTO LA
DIEGA

Aurelio LÓPEZTARRUELLA

University of Stirling

University of Alicante

Observatory of Science and
Technology, Paris

OBJECTIVES
In a post-crisis environment, re-imagining IP may mean better
understanding how IP can and shall be a tool in the new data economy, in
particular in science, business, and education connected to data
economy: how can patents (and scientific publications) be used as a
source of data for monitoring developments in technology, using AIbased methods (natural language processing), how decisions can be at
the crossroads of intellectual property, data protection, and freedom of
information, how the text and data mining exception might or might not
be a lost opportunity to boost European companies’ competitiveness in
AI?
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REPORT
INTRODUCTION

Moderator Prof. Aurelio LÓPEZ-TARRUELLA laid the foundation by
speaking about the need for discussion and conversation on data and
their access for innovation in EU and not just be confined or limited to
personal data rights of subjects. The session took the form of Q&A
(question and answer) session with Prof. LÓPEZ-TARRUELLA raising the
below questions:
1 - DO PUBLIC DATA SUCH AS PATENT DATA PROVIDE NEW
OPPORTUNITIES FOR AVAILABILITY OF DATA FOR PATENT ANALYTICS?

Dr. Dominique GUELLEC responded stating: Searching for relevant
information in over 3 million patent applications filed every year is akin to
searching for a needle in a haystack. Patent analytics or exploitation of
patent data in the past was primarily restricted patent metadata, that is,
information related to inventors, geography, technological category etc.
However, coming of AI has made possible the analysis of text, giving
access to the actual content of the patent, that the machine transforms
into a vector using methods called “Natural language processing”.
Vectors have enabled contextualizing text, which was not the case in the
earlier key-word search process. Word associations, meanings and
significance can be extracted due to vectorization, and this will enable
more precise categorization of patent data, searching for closest technical
neighbour and clusters within patent data. This is going to ease freedom
to operate assessments, state of art assessments etc, thereby easing
landscaping of technological opportunities and would enable enterprises
to be for more strategic. Trends of technologies, forecasting and strategic
landscaping of future technologies can be done using AI and patent data.
Millions of patents have been vectorized. Natural language processing,
though a powerful tool is still limited in deciphering correctly the meaning
of the text, the drawings and figures. There is rapid progress being made
in these fields, though limitations do exist presently.
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2 - PROF. TARRUELLA OPINED THAT THE DATA MINING EXCEPTION
INTRODUCED IN EUROPEAN UNION (ARTICLES 3 AND 4 IN DIRECTIVE
(EU) 2019/790 ON COPYRIGHT AND RELATED RIGHTS IN THE DIGITAL
SINGLE MARKET) ENVISAGED TO FACILITATE RESEARCH, HOWEVER IT
HAS TURNED OUT TO BE RESTRICTIVE AS IT PERMITS DATA MINING
SOLELY IN RESEARCH, CULTURAL AND HERITAGE INSTITUTIONS
THEREBY NOT FURTHERING INNOVATION CAUSE IN EU. PROF LÓPEZTARRUELLA REQUESTED PROF. GUIDO NOTO LA DIEGA TO SHARE HIS
VIEWS ON THE ISSUE AND ON UK’S LEGISLATION IN THIS REGARD

Prof. Guido NOTO LA DIEGA responded stating: Text and Data mining
exception was introduced in UK in 2014. There is data that shows libraries
have been using this exception to analyze large amount of data. The UK
approach has been far more restrictive than in European Union (EU)
approach as it is restricted to non-commercial research only. In EU they
do have text and data bifurcated thus providing some maneuverability.
Prof. NOTO LA DIEGA opined that we have been moving on a regressive
path since the time of InfoSec directive where non-commercial activity
was defined based on the activity, the present exception defines it based
on organizational structure.
Further, transferring a copy of data and sharing it with a team member
might be deemed as a copyright violation. Seconding with Thomas
Margoni & Martin Kretschmer’s thesis that activity of text and data mining
should not even be viewed as an exception to copyright protection as it
should not be regarded as an infringement to begin with.
Dr. GUELLEC agreeing with the need for broader exception and further
opined that though patent data is public, there are technical barriers to
access databases, as well as many scientific publications and other
research materials cannot be accessed due to technical or contractual
restrictions on use.
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3 - IN COMPARISON WITH US WHERE DATA MINING IS COVERED BY
FAIR USE DOCTRINE AND THERE IS NO DISCUSSION ON DATA MINING
EXCEPTION. IS EUROPE LAGGING BEHIND DUE TO HIGHER LEGAL
STANDARD OR BARRIERS IN COMPARISON TO OTHER COUNTRIES?

Prof. NOTO LA DIEGA opined that the three-step test in Europe
(Article 13 Agreement on Trade-Related Aspects of Intellectual Property
Rights (TRIPS Agreement) 1. in special cases, 2.which do not result in a
conflict with the normal exploitation of a work and 3. which do not
unreasonably prejudice the legitimate interests of the author (or another
right-holder) has been narrowly interpreted thus limiting its scope and
Europe should have a fair use doctrine similar to US.
4 - PERSONAL DATA, INTERACTION BETWEEN IP AND GDPR. MANY
TIMES, WE CAN FIND OBSTACLES TO COMPLY WITH TRANSPARENCY
OBLIGATION IN THE GDPR WITHOUT INFRINGING ON IP

Prof. NOTO LA DIEGA opined that this is an unresolved issue. We
have companies basing their business models on data (personal data
included). Does control of data by companies constitute intellectual
property? This is a grey area because partly it is controlled by trade
secrets, partly by database sui -generis rights, partly by technical control.
Under GDPR rights, as data subjects in Europe citizens / users have right
to access and have information of this data. There is no definitive answer.
The starting point could be Recital 63 of GDPR , states “right to access
personal data should not adversely affect the rights or freedoms of
others, including trade secrets or intellectual property and in particular
the copyright protecting the software”.
This provision is very opaque as it concerns only with right to access
(rather, one of the rights included in the concept of access, as seen
below) and doesn’t concern with other data subject rights such as the
right to be informed as in the previous data protection regulation. A
company under the previous legislation had a duty to inform about data
processing and data appropriation but IP could prevail on this duty. Not it
is no longer the case.
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The other point to be deliberated upon is right to access is not a single
right, it constitutes of 4 different rights viz:
• Right to obtain information about whether personal data is processed
• The right to obtain information about the purposes of processing.
• Right to access the data.
• Right to obtain free of charge a copy of the data.
Companies’ IP rights should prevail solely on the 4th right, i.e. “Right to
obtain free of charge a copy of the data”. Companies should enable
users to access appropriated data under the other three rights of Article
15. It is a delicate balance to be achieved and needs further discussion.
Prof. LOPEZ-TARRUELLA added to the debate the topic of the blackbox problem. How to inform and provide a reply to data subjects to the
access requests when the processor does not really know, or cannot really
explain in an affordable way, how are these data being processed via a
certain software or automated means.
Dr. GUELLEC opined restricting to the case of patient’s data; European
firms are going to China to access patient data. European Commission
and lawyers should be aware of this. There is clearly excessive restriction
on access to data in Europe which is not the best path for AI (artificial
intelligence) development in Europe.
5 - THE NEW AI REGULATION WAS A MISSED OPPORTUNITY TO
INTRODUCED ACCESS TO DATA IN THE CONTEXT OF DEVELOPING
TRUSTWORTHY AI. AI DATA CAN HAVE INHERENT BIAS WHICH NEEDS
TO EVALUATE OR CHECKED BY PUBLIC AUTHORITIES. THE AI
REGULATION WITH NO DISCUSSION ON THIS, SEEMS TO BE A MISSED
OPPORTUNITY, WHAT ARE YOUR VIEWS?

Prof. NOTO LA DIEGA: AI regulation mimics Ethical guidelines on
Trustworthy AI and there is confusion between ethics and law. Although
he would generally agree that the draft AI Act is a missed opportunity, on
the specific point of this question an answer may be provided by Article
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64 whereby “the market surveillance authorities shall be granted full
access to the training, validation and testing datasets used by the
provider, including through application programming interfaces (‘API’) or
other appropriate technical means and tools enabling remote access.”
This is a positive step but is limited due to granting access solely to
market surveillance authorities overlooking other stakeholders who would
be interested in accessing through this right. It should be a distributed
type of access and we should also reflect on the role of IP in all this as it
can grant rights to enterprises to restrict access of such data.
6 - ACCESS GOES BEYOND DATA, SHOULD OPEN DATA BE
INTERPRETED TO OPEN SOFTWARE AND INTERNAL DATA MODELS
AND VARIABLES USED BY AI?

Prof. NOTO LA DIEGA: Art 64 of the AI Act also offers possibility to
access the source code of the AI system, if it is a high-risk AI system and
there is a reasonable request. When we talk about open data it should
also incorporate open software. However, open software is not a free ride
for all, there are various forms of software which are mixed or in hybrid
forms. To conclude, yes open data should mean access to the software
used by the AI system.
Dr. GUELLEC opined that opening software nearly always is a good
thing. But in AI, software which is written is just a learning mechanism,
and the actual operating software is a huge number of parameters learnt
from the data;in the case of GPT-3 there are over 170 billion parameters,
making it impossible for anyone to open-up and look at that to check for
confirmability. Results from Machine learning systems may differ from on
training session to the next, making regulation hard to design and
monitor. There are biases in humans much more than in machines, and
the biases of machines come from the biases from humans. In machines
one can identify and correct biases, but not in humans. There are many
cases in which machines are less biased such as the case of appointing
board directors and other top positions.
Sufficient patent disclosure is increasingly insufficient!
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7 - THE DABUS CASE SAYING THAT THE AI GENERATED INVENTIONS
ARE NOT PATENTABLE. PEOPLE MIGHT HIDE THE BEHIND THE AI AND
CLAIM TO BE INVENTORS. CAN AN AI SYSTEM READ AND ANALYZE
PATENT APPLICATION TO KNOW OR DISCOVER IF IT HAS A HUMAN
INVENTOR OR AN AI INVENTION (INVENTED BY ARTIFICIAL
INTELLIGENCE SYSTEM)?

Dr. GUELLEC opined that the EPO negatived the notion of AI being an
inventor. However, if a flood of inventions come from machines, Europe
and EPO might have to adapt and relook at the possibility of machines
being inventors. Considering also the new technological means under
current development, such as quantum computation.
With regards to the notion of inventive step the bar might be elevated
due to AI. The notion of Person skilled in the art might have to be
changed to machine skilled in the art. The assessment of inventive step
might get higher and difficult for human comprehension.
8 - WOULD THIS MEAN THAT WE SHOULD OPEN THE POSSIBILITY FOR
MACHINE INVENTORS, THAT IS GRANTING PATENT RIGHTS TO AI
MACHINES?
Dr. GUELLEC: Granting right to a machine is related to the legal status of
machines. It is a larger legal question than just patents. It concerns with legal
personality to be accorded to machines.

Prof. NOTO LA DIEGA: I am against granting rights to AI machines.
Granting patents to AI inventors can leads to excessive monopolization
thus leading to overprotection. During the current crises we have seen
how in the case of vaccines private enterprises are prevailing on public
interest. If we place this in the context of AI generated vaccines can result
in further skewing the balance between private rights and public interests.
Humans will have to surrender and concede some advantage to the
machines.
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9 - CAN FALSE INVENTORS (AI/ MACHINE INVENTORS) BE IDENTIFIED
BY THE REQUIREMENT OF SUFFICIENCY OF DISCLOSURE?

Prof. NOTO LA DIEGA: As an applicant one is supposed to sufficiently
disclose the invention, however in highly complex fields it is largely seen
that sufficiency is increasingly insufficient. Barriers to training data, clinic
trials all make things complex to garner information out of patent
description.
Dr. GUELLEC: Sufficiency is complex concept in patent law. In chemistry if
there is a demonstration done by AI, humans cannot check it. There is
tendency that machines will get further complex, and it will get harder for
humans to comprehend the reasons and the methods followed by the
machine to arrive at a certain result. At some point humans might have to
surrender and concede some advantage to the machines. How to concede
is an open question. We will have to trust the results of machines that we do
not understand. The notion of discovery and transparency become fragilized
in this context and humans have to cede some ground to the machines.

Report written by Francisco Javier LÓPEZ GUZMÁN and Girish
Somawarpet
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OBJECTIVES
IP controversies and disputes become more and more cross border in
the context of the IV Industrial Revolution and the enforcement of IP
rights in this global environment raises new and complex challenges to
the traditional models of solving conflicts through national courts. Issues
like the rules for adjudication of international disputes (jurisdiction), the
applicable law and the cross-border recognition and enforcement of
judgments involving IP claims still differ widely from country to country,
fostering therefore the development of an environment deprived of legal
certainty which severely affects the enforcement of IP rights all over the
world. Consequently, the adoption of model provisions on the private
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international law aspects of IP which could be used as guiding for national
and international legislation has become an urgent matter. This 15th
Encounter addressed the main lines of the 13 December 2020 Kyoto
Guidelines drafted by a group of 36 renowned scholars from 19
jurisdictions under the auspices of the International Law Association,
where we will have the pleasure to have among the speakers and
moderator the Chair and the Co-Rapporteurs of the Group.

REPORT
INTRODUCTION

Prof. DESANTES: In introducing this encounter stated that the purpose
was to discuss a more predictable legal framework for cross-border
intellectual property (“IP”) disputes in light of the International Law
Association’s (“ILA”) Kyoto Guidelines (“Guidelines”). The 4th industrial
revolution creates more cross-border disputes, which raise new and
complex challenges in the enforcement of IP rights in this global
environment, especially when compared to the traditional way of solving
conflicts through national courts. Conflict solving procedures still differ
widely from country to country, which fosters an environment deprived of
legal certainty and severely impacts the enforcement of IP rights. Thus,
the adoption of modern provisions on the private international law
aspects of IP is an urgent matter. This encounter will discuss the Kyoto
Guidelines, which were approved in December 2020 by a plenary of the
ILA 79th Biennial Conference.
Prof. FERNÁNDEZ-LASQUETTY: Added that IP is international by
nature and there have been many efforts to achieve some harmonization
at a regional and global level. Indeed, there are still some pending issues
regarding litigation and dispute solving in an international environment.
Prof. DE MIGUEL: In starting the discussion, he stated that the
Guidelines are an outcome of the project that lasted for around 10 years.
It is a complete set of rules which covers international jurisdiction, choice
of law and recognition and enforcement of judgements. Some of these
rules are rather innovative and have not been addressed either at the
international or national level. In particular, the provisions on jurisdiction
and choice of law issues in collective copyright management.
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1 - WHAT IS THE SIGNIFICANCE OF THESE GUIDELINES IN THE
CONTEXT OF THE PREVIOUS PROJECTS IN THIS AREA AND THE
RECENT DEVELOPMENTS, ESPECIALLY THE 2019 HAGUE
CONVENTION ON THE RECOGNITION AND ENFORCEMENT OF
FOREIGN JUDGMENTS IN CIVIL AND COMMERCIAL MATTERS (2009
HAGUE CONVENTION), WHICH EXCLUDED IP ISSUES?

Prof. KONO: Highlighted that the idea to discuss IP in private
international law started as a result of the failure of the Hague
“Judgments Project”, which had started in 1996, where one of the
biggest challenges at that time was IP. After more than 10 years of
negotiations, they decided not to continue, and the resulting lacuna was
filled by several groups of academics who rescued the issue by starting
their projects. This was initiated by the American Law Institute, followed
by the Max Planck Institute, projects in Japan, Korea, and other countries.
The Guidelines are a comprehensive, non-region-specific global output of
these discussions which covered almost all major jurisdictions.
He further explained that during negotiations of the 2019 Hague
Convention on the Recognition and Enforcement of Foreign Judgments
in Civil or Commercial Matters IP issues were initially upon the agenda,
but at the end of the negotiation, it was decided to exclude them. There
is still a lacuna in this area, and it is believed that these Guidelines can fill
it.
Prof. TRIMBLE: Underlined that the importance of this project and the
Guidelines is firstly that it is global. This is due to the geographical scope
as members of the committee came from a variety of countries, showing
the ability of persons from different jurisdictions to agree on some of
these issues. Secondly, the committee was able to deal with new issues
and updated some of those discussed in the previous projects,
particularly in light of new developments in the law. For instance, in the
United States (“US”), there have been developments regarding the
jurisdiction of US courts which were important for this project.
Prof. METZGER: Explained that the previous regional projects that
provided in-depth analysis and concrete proposals were linked to a
specific legal culture. For example, the American Law Institute’s
guidelines were based on the experiences of North America. Whereas the
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purpose of the ILA was to draft compromises at an international level so
that the Guidelines could be used in many regions of the world. He
referenced that the Guidelines have been published (with special
comments and references to the older projects) in a special issue of the
Open Access Journal JIPITEC, Issue 1 of 2021.
2 - WHAT ARE THE FEATURES OF THE GUIDELINES ILLUSTRATING THE
INSTRUMENTS THAT CAN IMPROVE THE REGULATION OF CROSSBORDER IP DISPUTES ARISING FROM ONLINE ACTIVITIES?

Prof. TRIMBLE: In reflecting on this point, she stated that cross-border
online activities were on the mind of the Committee. Any conflicts on the
internet are problematic because of the ubiquitous nature of the medium.
In the current environment, it can be difficult for IP owners to enforce
their rights on the internet. Usually, they need to select the jurisdiction
and the law that can help them pursue their rights. The committee tried
to make it feasible to enforce IP rights across multiple jurisdictions. The
first step is to open more courts of general jurisdiction. The Guidelines
still maintain the general jurisdiction provision which attributes jurisdiction
to the Court of the alleged infringer’s habitual residence. Additionally,
Guideline 5 introduces the possibility to file in a place where the alleged
infringer acted or initiated/furthered the alleged infringement. This allows
the IP owner to bring a claim that will be territorially unlimited. This is
listed as a specific jurisdiction, but it has features of general jurisdiction.
Secondly, regarding the choice of law, Guideline 26 includes a special
provision on the law applicable to ubiquitous infringements. It permits the
court to apply a single country law which is the law of the country that has
an especially close connection with global infringement. The Guidelines
provide courts with some of the factors to establish this connection. To
balance these clauses, the infringer can provide proof that certain country
laws should not apply. This expands the number of courts where the
rightsholder can use a single country law to bring a global infringement
case. This significantly simplifies the infringement proceedings and IP
rights enforcement.
Prof. KONO: Shared a recent Japanese case that highlights the
complexity of these cases. He explained that there was a website that
made available Japanese animations “manga” for free to millions of
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monthly users. Due to a lot of controversies, the website was suddenly
closed. Later it was discovered that the contents were provided by a
company located in the US, but the server of this website was located in
Ukraine, and it was contracted by a Swedish service provider. The owner
disappeared but was recently arrested in the Philippines. The main issue
in Japan was the criminal aspect with the compensation and injunctions
issues not being in focus.
3 - WHAT IS THE APPROACH OF THE GUIDELINES TO THE CHOICE OF
LAW REGARDING INITIAL OWNERSHIP OF IP RIGHTS? THIS HAS
ALWAYS BEEN A POINT OF DEBATE AND NATIONAL LAWS HAVE
DIFFERENT APPROACHES HERE.

Prof. METZGER: In looking at this issue he stated that initial ownership,
primarily in copyright, has always been one of the most controversial
questions in the conflict of laws in IP. Many jurisdictions adhere to the
territoriality principle and apply it to initial ownership. This approach
means that to bring a multi-territorial copyright infringement case, the
rightholders must plead in each jurisdiction to establish that they are the
rightful owners, where the rights were allocated first and how the rights
were acquired afterwards. However, other jurisdictions, specifically the
US, apply a sort of lex originis approach. This approach makes it possible
to determine the law applicable to initial ownership, based on the law of
the place of first publication or where the work has been created. He
further mentioned that these different positions were reflected in the
previous regional projects. This is where ILA had to balance these
different approaches and concepts of copyright law. This is not only a
doctrinal issue but one which has an economic and philosophical
background. Guideline 20 provides a compromise based in principle on
the lex originis approach, but which does not use the place of first
publication but the place where the work was created. This is where the
author has his habitual residence at the moment of creation. However, if a
State has a strong underlying policy behind the allocation of first
ownership, it can be possible to apply a different allocation for those
specific countries (as it is governed by the law of that State).
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Prof. TRIMBLE: Highlighted that the Guidelines are forward-looking as
they are designed for a world where there will be easier cross-border
litigation. Thus, courts will deal with many more cross-border IP disputes
particularly in online activities and these Guidelines will make it easier for
them to handle such disputes.
4 - WHAT DO YOU THINK ARE THE POSSIBLE MEANS FOR THE
GUIDELINES TO INFLUENCE THE REGULATION ON IP DISPUTES IN THE
FUTURE? WHAT WILL BE THE CHALLENGES?

Prof. TRIMBLE: In referencing the US, she stated that the American Law
Institute project dealt with the same topic, but it was drafted some years
ago. The Guidelines updated the rules and make them more globally
acceptable. In the US, given the role of courts in shaping some of these
rules, the Guidelines can assist the judiciary by enlightening them about
approaches and possible solutions from other countries. For instance, on
the issue of jurisdiction and the development of the rules of general
jurisdiction, it can now be easier for US courts to accept the Guidelines as
feasible solutions.
Prof. METZGER: Stated that previous projects such as the CLIP project
(Principles on Conflict of Laws in IP) were cited by the Advocate General
of the European Court of Justice. Thus, one field where the Guidelines
may play a role is to be an inspiration for courts, arbitration institutions
and international organisations. They can be helpful as a soft law
instrument.
Prof. KONO: In expanding on the previous point stated that The
Hague Conference on Private International Law and the WIPO published
A Guide for Judges on how to deal with international IP matters. This is
an introductory document trying to explain in clear words the issues and
how to deal with them. The Guidelines are translated into five (5)
languages and will be translated into more languages so that it is more
easily accessible to lawyers and judges.
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5 - IP WAS EXCLUDED FROM THE PREVIOUS LEGISLATIVE PROJECTS,
AND THERE WAS A REASON FOR THAT. DO THESE REASONS AND
CONCERNS STILL STAND AND WILL HAVE AN IMPACT ON ENDORSING
THE GUIDELINES MORE BROADLY, OR DO YOU SEE A CHANGE IN THE
ENVIRONMENT?

Prof. TRIMBLE: Clarified that, regarding the US approach to conflict of
laws, private international law and IP litigation, not much has changed.
The political environment and education play a significant role,
particularly in the understanding of conflict of laws by lawyers. However,
there is a rise in awareness about these disputes and there will be a need
for judicial solutions, as opposed to the present business solutions.
6 - WHAT IS THE RELATIONSHIP BETWEEN ACTIONS FOR INJUNCTIVE
RELIEF AND A NEGATIVE DECLARATORY JUDGMENT ACTION? COULD
THERE BE A RACE TO THE MOST CONVENIENT FORUM BETWEEN
PLAINTIFF AND DEFENDANT?

Prof. DE MIGUEL: In answering this question stated that the Guidelines
do not differentiate between injunctive relief and declaratory actions as
regards the grounds of jurisdiction available. The issue with the race to
the most convenient forum is that most jurisdiction grounds are limited in
territorial scope. Other than the defendant’s domicile and the place of
the origin of the activity, which usually coincide, the jurisdiction is limited.
In particular, jurisdiction granted to the courts of the States where the
infringement may have caused direct substantial harm is territorially
limited to the State in which the court is situated to the territory where
the infringement may have caused direct substantial harm. This means
that bringing a claim before this court cannot block a claim in a different
country since the jurisdiction of the first court is limited to its territory.
Furthermore, it also determines the limited territorial reach of the
injunctions ordered by such courts. However, if a claim is brought before
the defendant’s domicile or the place of the origin of the activity, the
court is granted unlimited jurisdiction.
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7 - TO FOLLOW UP, HOW DO YOU DEFINE THE PLACE OF ORIGIN AS
THIS CAN BE INTERPRETED BROADLY (THERE CAN BE MANY POSSIBLE
PLACES)?

Prof. DE MIGUEL: Clarified that Guideline 5a provides a definition and
applying this requires the infringer to have a significant and substantial
connection to the place. The idea behind this definition is to prevent the
infringer from seeking a haven with little connection. As shown in the case
law from the European Court of Justice, this will mostly be the place
where the person is domiciled.
Prof. METZGER: Added that he hopes the European Court of Justice
would look into the Guidelines because it accepts the mere accessibility
to a website for determining infringement jurisdiction and the Guidelines
go against this position. The Guidelines require a more substantial
connection to prevent selecting a jurisdiction that has a loose connection
to the case. Further, the Committee spent considerable time dealing with
coordination of proceedings issues and this solution is presented under
Guideline 17. However, he acknowledged that this is a complicated issue
under private international law.
8 - THE GUIDELINES CAN SIMPLIFY HOW TO DEAL WITH CROSSBORDER IP DISPUTES BY DETERMINING THE JURISDICTION AND
APPLICABLE LAW, BUT HOW WOULD THIS HELP IN THE
ENFORCEMENT OF A DECISION AGAINST A NATIONAL OF A THIRD
COUNTRY WHICH IS NOT THE SELECTED JURISDICTION, AND ITS
NATIONAL LAW HAS NOT BEEN APPLIED?

Prof. TRIMBLE: Explained that the section on recognition and
enforcement supports all the previous rules and guidelines. Thus, it is
expected that judgments rendered according to such rules will be
recognized and enforced in other jurisdictions. The grounds for nonrecognition and non-enforcement are dealt with in Guideline 34. All of
the rules on the recognition and enforcement of foreign judgements are
drafted to make them available in most cases. Further, there is a provision
on the adaptation of foreign judgements if this is required. So, the
expectation is that the judgements can be recognised, and it will be ideal
for the Guidelines to be adopted as soft law or another type of
instrument that can bind countries.

29

GLOBAL DIGITAL ENCOUNTERS
VOL. 2 - 2021/2022

GDE 15 - CROSS-BORDER IP DISPUTES: THE ILA-KYOTO GUIDELINES

9 - TO WHAT EXTENT THE CRIMINAL SANCTION IS EFFECTIVELY
ENFORCED WHERE INFRINGERS ARE NOT IN THE SAME
JURISDICTION?

Prof. DE MIGUEL: Stated that this question raises an important issue,
which is the scope of the Guidelines. The scope is limited to civil and
commercial matters as they are not intended to apply in criminal
proceedings. In principle, judgments in criminal matters cannot be
enforced abroad. There is no similar system for the recognition and
enforcement of criminal judgments as there is for civil and commercial
claims because these are two separate systems. As such the Guidelines
are intended only for civil and commercial claims.
How do the Guidelines deal with the issue of injunctions against online
activities? This issue has arisen with the European Court of Justice where
claimants seek the removal of online information which is an exceptional
remedy in that it affects the availability of information worldwide. This
deals with rights that are territorial limited and activities that may be
infringing rights in several countries.
Prof. TRIMBLE: Confirmed that this is a controversial issue as there are
some jurisdictions where cross-border injunctions can be granted if it is so
required to protect IP rights. Guideline 14 deals with the scope of
injunctions and clearly states it is limited by the jurisdiction of the
particular court. Further, it states that the scope should not be broader
than is necessary to protect the IP rights enforced. A court could then
limit the scope of the injunction to its jurisdiction. On the internet, this
can be done due to new technical capabilities such as geo-blocking which
allows the court to design territorially limited injunctions.
Prof. METZGER: Stated that these Guidelines are a dynamic document,
and the committee would be happy to hear from legal practitioners on
their experience and any suggestions that they may have.
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CONCLUSION

Prof. MANDERIEUX: In closing reaffirmed that these issues reoated to
private international law and IP will be very relevant for the next 20 years.
Regarding the comment made by Prof. Trimble about the link between
the internet and jurisdiction, Global Digital Encounters intends to address
the academic weaknesses of these changes. The next encounter will
reflect further on the classical issue of internet domain names and their
interaction with trademarks and other fields.

Report written by Arielle ABERDEEN and Yulia BORISOVA

The Kyoto Guidelines, commentary and their translations are available at:
http://www.law.kyushu-u.ac.jp/programsinenglish/kyoto-guidelines/
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OBJECTIVES
During, and further to the COVID Crisis, digital business, and access to
digital information increased exponentially. The protection of Internet
Domain Names became more and more important for business
operators, and also for Organizations highly visible on the net, i.e. for
society in general. The value of Domain Names thus increased
exponentially, exposing them, and the IP assets they relate to, to
cyberattacks, cybersquatting and cyber-grabbing. How is /can IP
Protection be currently further enhanced? What kind of consensus may
exist in various parts of the world and in international fora for such an
enhancement?
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REPORT
PRELIMINARY REMARKS

Prof. Laurent MANDERIEUX outlined that, with the COVID pandemic,
and even further to it, the trend in business has moved from traditional
operations to digital operations, where domain names have become
more important. More than twenty years ago, mechanisms were put in
place to further link the relation between domain names and trademarks
and other IP rights in order to permit to fight against cyber-squatting,
cyber-rubbing and other behaviors that could alter the trust in business:
indeed, ICANN, the organization that runs the Internet system under
“bottom-up” governance rules, promoted initiatives that led the World
Intellectual Property Organization ("WIPO") and its member states, to
develop administrative enforcement mechanisms for ensuring a smoother
relation between domain names and trademarks. With the current
pandemic, the digital age is further developing and therefore domain
names have gained a new centrality in particular for their defense and
protection.
Javier FERNÁNDEZ-LASQUETTY, pointed out that the matter of
domain names created, many years ago, a first digital jurisdiction by the
enactment of Uniform Domain-Name Dispute-Resolution Policy ("UDRP")
rules and the administration of means for solution of conflicts such
administrations such as WIPO.
Moderator, Joe SEKHON, laid the foundation by speaking about the
need for discussion and conversation on domain names and the global
challenges to this end. The session took the form of Q&A (question and
answer) session with Joe Sekhon and the participants raising the below
questions:
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1 - HOW AN INDIVIDUAL AND/OR ORGANIZATION COULD PROTECT A
DOMAIN NAME UNDER CURRENT LEGAL FRAMEWORK IN THE
EUROPEAN UNION?

Malcolm BAIN started the discussion exposing that, since the domain
name is made of a name or a sign, the basic mechanism to protect or
recover a domain name is trademark law. In this context, the easier way
for domain name holders to ensure there is a legitimate right to be
enforced against third parties is to have a trademark consisting of, or
containing, the domain name. The latter, considering that UDRP system
gives some priority to trademark holders.
In this sense, should the holder of a domain name have a related
trademark, there are different alternatives:
•

To launch a traditional court case claiming trademark
infringement because courts may appreciate that the use of the
domain name is a use in the course of trade.

•

Using the arbitration UDRP process set up by the Internet
Corporation for Assigned Names and Numbers ("ICANN") and
WIPO or other centres.

•

Should we refer to a country code Top Level Domain ("ccTLD"),
some jurisdictions may have Administrative Bodies (Registries)
with specific procedures to revoke and/or transfer domain names.

•

In addition, if it is a competitor is using the domain name, also
unfair competition could be claimed.

Finally, there is a pragmatic approach to protect from potential
conflicts, which is to buy domain names. Preventive action, as opposed of
protective action, is buying as many domain names around your brand as
is reasonable in your context.
Joe SEKHON highlighted that buying related domain names is an
advice oftentimes provided to start-ups. Moreover, he outlined that in the
United Kingdom they do not apply, as such, unfair competition, but the
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tort of passing-off, applicable where one company is using a similar
domain name to another company and exploits its goodwill and
reputation.
2 - HOW AN INDIVIDUAL AND/OR ORGANIZATION COULD PROTECT A
DOMAIN NAME UNDER CURRENT LEGAL FRAMEWORK IN CHINA AND
SINGAPORE? CAN INDIVIDUALS REGISTER DOMAIN NAMES IN
CHINA?

Caroline BERUBE, pointed out that, ideally, companies would register a
trademark and, afterwards, obtain a domain name. However, this is not
always the case.
In China, in order to obtain a domain name ".com" or ".com.cn" a
company has to go to the China Network and Information Center
("CNNIC"), managed by the Ministry of Information, that is part of the
Chinese Government. Some characteristics are as follows:
•

The main advantage of registering a domain name is that domain
name registration is in both English and Chinese language while
the trademark registration process is not completely in English. In
addition, although the process for domain name registration may
be relatively simple, companies must go to one of the sixty
Registrars approved by the CNNIC.

•

To register a domain name, companies also need to hold a
"business license" in China, which is valid from one to five years
for domain name registration. Companies without a separately
registered Chinese subsidiary have been known to use the
"business license" from another Chinese company, which may
become a controversial issue because the domain name does not
really belong to the company using the business license, but to
the company that has provided the business license. In this sense,
foreign companies wishing to obtain a domain name have to rely
on "business licenses" from companies that they trust.

•

A Chinese individual may register a domain name "cn", but
foreign individuals would have problems while registering "cn"
domain names because the requirements are not the same.
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In Singapore, the process is simpler since, for instance, there are no
language barriers. A company should go to the Singapore Network
Information Center and register the relevant ".com" or ".sg". Companies
may register through an agent and to the applicant will need to provide a
local address, which is frequently that of the relevant agent. As
mentioned about China, this may also become controversial if agent
companies are not reliable.
3 - ONE ISSUE FACED IN THE UNITED KINGDOM WITH CYBERSQUATTING IS THAT THERE ARE SOME INDIVIDUALS THAT MAY EASILY
REGISTER THE DOMAIN NAMES FOR SUCH PURPOSE. IS THIS ISSUE OF
CYBER-SQUATTING LESS PROMINENT IN CHINA BECAUSE THERE IS A
PREVIOUS FILTER IN TERMS OF REGISTRATION?

Caroline BERUBE, explained that, to some extent, this is right.
However, it has to be considered that Chinese undertakings do not have
the same limitations as foreign companies, therefore they may register as
many domain names as they wish. As a result, there is still a lot of cybersquatting.
With regards to available proceedings, one may go to the CNNIC to
launch a dispute to claim that someone else registered a domain name in
bad faith. Otherwise, a company can go to civil courts. In this context,
there is a recent law that came into effect in 2020 regarding how the
Supreme Court should interpret cases of cyber-squatting.
Malcolm BAIN highlighted that, whereas ".com" or ".net" domains
may be easier to register, ccTLD are sometimes a little bit more
restrictive. In Spain, for example, in the past a company had also to hold
a trademark in order to be able to apply for a domain name. Now, albeit
prior trademark registration criterion was removed, a company needs to
have a link with Spain for the registration of a ".es" domain name, or the
domain name may be challenged administratively.
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4 - A RELEVANT QUESTION IN THIS MATTER IS TO DEFINE WHAT
CONSTITUTES INFRINGEMENT. COULD WE EXPAND ON THE CONCEPT
OF BAD FAITH OR MALICIOUS INTENT?

Malcolm BAIN observed that there are three conditions for claiming
back a domain name back under the UDRP (summarizing): (i) having a
legitimate right; (ii) the respondent not having a legitimate right; and (iii)
the respondent having registered and used the domain name in bad
faith.
Bad faith has to be proven both for registration and for use of the
domain name, something which, sometimes is not very easy. The UDRP
provides some examples of what bad faith is, which cover all behaviors
that are negatively targeted towards prior rights of the claimant, such as
monetizing the claimant brand, attracting internet users, away from the
legitimate site, offering to sell the domain name back to the claimant, etc.
The concept of bad faith may suffer from some legal uncertainty, but
does introduce some flexibility in the domain name system to enable
respondents to defend themselves when, for instance, they are using a
third parties' registered trademarks in good faith or may have a good
legitimate basis – e.g., when exercising freedom of speech.
Caroline BERUBE outlined that in Singapore bad faith would be the
main factor for determining that the domain name was not lawfully
registered, while in China the main criteria would be the malicious intent.
The burden of proof is always on the plaintiff, and Chinese courts have
proven to be very exigent with the plaintiff in proving the existence of
malicious intent, meaning that taking an illegal profit by registering a
domain name before another company has to be proven. In addition, she
highlighted that damages granted in China are not very high, which adds
an extra complexity for the plaintiff as he has to quantify its financial
losses. In cases where there is a prior trademark being exploited by the
defendant it may be easier, but there is a clear issue of whether the
plaintiff is able to prove malicious intent on the part of the alleged
infringer. In this context, there are relevant laws such as the Cybersecurity
Law, Trademark Law and Unfair Competition Law that are relevant when it
comes to cyber-squatting practices.
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Malcolm BAIN stressed that in cases where there is a criminal activity
such as selling of counterfeit goods or phishing it may be easier to prove
bad faith and companies may not even need to prove such bad faith for a
court to understand that there is a criminal offence. The strengthen of
criminal and cybersecurity laws could help to address some domain name
related issues, but this addresses only a portion of the market and cases
of infringement.
5 - DOMAIN NAMES HAVE AN ONLINE AND INTERNATIONAL
PRESENCE. WHICH ARE THE MAIN ASPECTS OF INTERNATIONAL
DOMAIN NAME DISPUTES? WHAT THE LEGAL AND JURISDICTIONAL
OBSTACLES ARE IN TERMS OF DOMAIN NAME DISPUTES?

Malcolm BAIN outlined that, in terms of procedural aspects, identifying
the registrant is difficult and it is getting more complicated with the use of
privacy services to hide the identity of the registrant. Another aspect is
that, albeit registrants may not be known, registries and registrars can be
identified using tools as "whois". In any case, ICANN and the setting of a
domain name system has diminished the opacity of the procedure.
Caroline BERUBE clarified that Singapore has not yet adopted the
UDRP rules, which means that the claimant has to go to a Singapore
court.
As to China, they are currently negotiating the adoption of the UDRP
system, which entails that a company may either go to the CNNIC or to
civil courts. On the other hand, in China, enforcement of a foreign
judgment can be complex, therefore finding out where the defendant is
located is paramount in ensuring the enforcement of any judgment.
6 - IS THERE ANY IMPACT OF THE VAST AMOUNT OF NEW TOP LEVEL
DOMAIN NAMES ("TLDN") THAT HAVE BEEN CREATED IN THE PAST
FEW YEARS?

Malcolm BAIN observed that, albeit there are lots of newly introduced
tLDN, a potential restriction is that some tLDN impose additional
requirements for registration. For instance, in order to register a ".coop"
companies may need to be a cooperative registered in their respective
jurisdiction.
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The creation of such new domain names may entail that companies
have to recalibrate their Intellectual Property strategy and the domain
name strategy in light of their marketing strategy and evaluate whether it
is worth acquiring such domain names, e.g, as a preventive action.
Related to this aspect, Caroline BERUBE outlined the convenience,
from a marketing perspective, to evaluate which is the target of the
company and whether such users normally use a ccTLD or a gTLD.
7 - CONSIDERING CONSUMPTION TRENDS (E.G., SHIFT FROM WEB
SITES TO WEB APPS), WHICH WILL BE THE FUTURE IMPACT ON
DOMAIN NAMES? IS THERE ANY FUTURE ROADMAP WITH REGARDS
TO DOMAIN NAME DISPUTES?

Malcolm BAIN outlined that, in terms of e-commerce, apps stores
could become a sort of "registrar" because they will be hosting an app
with a specific brand. Therefore, we may be shifting from taking down a
domain name to taking down a specific app. He also highlighted that
disputes in the e-commerce space have to be better regulated, for
instance: (i) there is a clear imbalance between the cost of purchasing a
domain name, around 10 euros, and the legal fees to recover the same,
around 3,000 euros, which could not act as a deterrent for potential
infringers; and (ii) privacy law and the "WHOIS" problem, considering the
increasing use of privacy services to mask the identity of the registrant
which, at the end of the day, makes it difficult to identify the potential
infringer - in this space, some previous screening regarding the identity of
registrants could work to reduce the amount of potential infringers.
Caroline BERUBE agreed on the fact that there have to be more
preventive measures to avoid domain name disputes such as the
application of registration screening measures. She also made reference
to the convenience of having homogeneous procedural laws regarding
domain name disputes at an international level.
Malcolm BAIN mentioned, with regards to homogeneity, that countries
will have to decide whether such harmonization has to come in the form
of regulation or as soft-law.
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8 - SHOULD THE UDRP HAVE FINANCIAL DAMAGES AWARDED, BOTH
FOR COMPLAINANTS AND RESPONDENTS?

Malcolm BAIN highlighted that a company may get financial damages
if launches a court case, but there is no financial damages award on the
UDRP procedure. As such, albeit it could put arbitrators in a difficult
position deciding on damages and costs, it could be a deterrent for
cyber-squatters and potential infringers.
Caroline BERUBE outlined that there should be financial compensation,
but its effectiveness may depend on the individual idiosyncrasies of a
particular market. In China, there is a sizeable number of cyber-squatters,
therefore even if there is an award granting financial compensation, it
could be difficult to actually receive such compensation from the
infringer.
9 - WHAT ARE THE MAIN ISSUES ARISING FROM THE REGISTRATION
OF TRADEMARKS AND DOMAIN NAMES CONSISTING OF A FAMILY
NAME?

Malcolm BAIN exposed that there are some country specific provisions
governing this type of cases, because while other jurisdictions may pose
problems to domain name registration of surnames, in Spain you can
register your name/surname as a domain name - the only thing you
cannot do is registering someone else's surname as a trademark. The
issue with this may be that some trademark laws establish that you cannot
prevent someone else using their own family name (which could be the
same as yours) – including within a domain name, therefore.

Report written by Ruben CANO PÉREZ
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OBJECTIVES
SEP licensing remains as controversial as ever. Some licensees
complain about uncertainty regarding essentiality, patent hold up and
royalty stacking, and propose licensing at component level at royalties
based on the price of such components. Some licensors complain about
unwilling licensees, patent hold out and litigation strategies involving
multiple jurisdictions. In this context, we wish to debate: What can a body
like the European Commission do to minimise conflict and ensure that IP
holders are fairly compensated and implementers have access to
standards at reasonable prices? What is the contribution that patent pools
can make to achieve those goals? Whether a global dispute resolution
mechanism could help and what are the obstacles for that mechanism to
materialise?
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REPORT
INTRODUCTION

The discussion was kicked-off by the moderator, Dr. Jorge PADILLA.
According to him, needless to say that wireless standards have been an
incredible success. Technologies have been developing and improving
over time and have penetrated society. Whereas there is no dispute that
the collective standardisation taking place through Standard
Development Organisations (SDOs) has increased the pace significantly
and has generated massive value for consumers, it is also true that there
are currently strong disputes between innovators and implementers
about how the benefits from investment in standardisation are recouped.
In other words, implementers want to pay less for the licensing of
Standard Essential Patents, and innovators want them to pay more. At the
end of the day, it is a battle on the margins. Nonetheless, the most
important conclusion is that collaborative standardisation has worked well
for society, and better than proprietary standardisation or government
sponsored standards.
This debate could not be more relevant, whereas these technologies
used to be relevant for a number of uses, nowadays they are relevant for
an even wider number of uses due to the Internet of Things. These
technical trends change both the scope of applications of wireless
technologies, and the impact that these technologies will have for
industrial policies and economic growth.
THE VIEWS OF THE EUROPEAN COMMISSION

Elena KOSTADINOVA brought the perspective of the European
Commission (EC), which has been closely watching these issues. In its
2017 Communication on Setting out the EU approach to Standard
Essential Patents, the EC found that licensing and enforcement of SEPs is
not seamless and called for a balanced approach to SEP licensing based
on increased transparency. The EC gave guidance and announced a set
of actions aiming to improve SEPs licensing, and published afterwards a
number of studies, the results of the Commission’s Experts Working
Group on SEPs, and organized webinars on the issue.
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While there has been some improvement, controversies continue to
exist. This results in uncertainty at a time where new companies are facing
increasing competition at the global level. Thus, in its 2020 IP Action Plan
the EC announced that it will promote further transparency and
predictability in SEP licensing, including through possible reforms.
What are the next steps? According to Mrs. KOSTADINOVA, a public
consultation will be held where the public will be asked to provide
feedback. Any potential reform will complement, take into account and
align with the ongoing review of the Horizontal Cooperation Guidelines,
and with any outcome resulting from the questions sent by the EC to
China under art. 63 TRIPS.
The EC believes that a balanced approach to SEPs, which would
involve looking at SEPs holistically including all relevant aspects related to
transparency, FRAND and enforcement, is the best way to go forward. It
aims at creating an environment of trust and incentives for good faith
negotiations.
There is tension between the territoriality of patents and the global
nature of SEP licensing. Patent pools and global dispute resolution
mechanisms were proposed in the webinars as potential solutions to deal
with these tensions.
However, nothing in SEPs is as straightforward as it appears. In SEPs
the devil is in the detail. While the EC has expressed its support for
patent pools on multiple occasions, within the scope of competition law,
the challenge here remains on creating the incentives for pool
participation and for obtaining a license from the pool. Regarding
alternative dispute resolution mechanisms, the challenge remains on how
these could be implemented in practice.
FRAND GLOBAL LICENSES AND ANTI-SUIT INJUNCTIONS

Dr. PADILLA then handed the word to Prof. CONTRERAS to address
the problematics of global determination of FRAND licences linked to
antisuit injunctions, which he considers to be a fertile field for (legal)
innovation.
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For Prof. CONTRERAS, the tension between national scope of patents
and global scope of licences is at the core of all these challenges, in
particular when parties disagree on the level of FRAND royalties. In such
cases, courts can either opt for a patent infringement approach (hence
national) or for a contractual approach (hence global).
The seminal case for the latter was UK´s Unwired Planet v Huawei in
2017, that virtually opened the door to any jurisdiction where both parties
operate to define global royalty rates. Since parties tend to litigate
simultaneously in various jurisdictions, courts might feel the need to
protect the outcome of their own decisions, paving the way to anti-suit
and to anti-anti-suit injunctions. This has escalated into pure diplomatic
conflicts -notably between EU, the US and China- and, in Prof. Contreras’
view, has resulted in a not very efficient -nor logical- way of solving
disputes.
Prof. CONTRERAS has sustainably advocated for getting this issue
outside of the court system, and have the global royalties fixed by a nongovernmental arbitration body whose decisions have erga omnes effect.
For Dr Padilla this setting resembles a “super-pool” – “pseudo-pool” in
words of Prof. CONTRERAS.
Mr. PETERS jumped in to remind that regardless of the endorsement
and traction such proposals might gain -in SEP-related issues, the devil is
in the details- and argued that wars of attrition between implementers
and patent holders will just move to another fora, with the virtue of
“centralising” such wars in a single place. Yet, he still supports to leave
room to negotiations among parties before moving to any adjudication
system. Prof. CONTRERAS substantially shared such views, recalling that
in many cases parties are able to agree without resorting to courts.
PATENT POOLS

The discussion was then steered by Dr. PADILLA toward patent pools.
Mr. PETERS was asked on the pros and cons of such pooling in the
context of the IoT. In some circumstances, licensing of SEPs on a bilateral
basis might not be very efficient, and this might involve considerable
transaction costs, especially when implementers have to reach SEP holder
by SEP holder separately. However, according to Mr. PETERS, the pool
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adds a one efficiency step more: SEP licensors are brought together, and
one independent third party checks the patents placed in the pool in
order to assess the essentiality of these patents.
From the perspective of the licensors, costs are shared, with the
consequent increase of efficiency during licensing, cut on transaction
costs and sharing of benefits. According to Mr. PETERS’ experience, the
pool rates are lower than the sum of the individual rates that SEP
licensors may charge. For implementers, to deal with a pool might be
more attractive as they have a secured and better level playing field
regarding the license of the SEPs.
Focusing on the IoT, there are more players to be licensed in many
different verticals. Therefore, pools become more attractive both from the
licensors and from the implementers’ sides. From the licensor, if they
collectively operate in markets where they don´t have experience it might
be easier. For implementers, some might not have the experience on SEP
licensing as traditionally they have not been used to this type of IP
licensing dynamics.
Finally, Mr. PETERS stressed out that it takes time to set and agree on a
patent pool, so these instruments should be designed well in advance.
Ideally, the pool should be there once the market starts to show that it
can incentivize the growth of the market. He suggested an increased
awareness on pools in the standardization context in order for these
mechanisms to be set earlier in the process.
On his side, Prof. CONTRERAS was also in favour of voluntary pooling.
Industries such as the storage media were defined by pools and were
great successes. However, parties are not always interested in patent
pools, depending on their economic incentives. Pools were tried in WiFi
and wireless telecoms space, but they did not come together in a
significant way mainly due to a financial decision, as patent holders might
maximise their profits if they stay outside of the pool. Prof. CONTRERAS
named Avanci as an example of wireless technology pool in the IoT.
However, a pool in the biggest market today, the smartphones market,
seems to not have been an attractive licensing mechanism for SEP
holders.
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LICENSING NEGOTIATION GROUPS

Dr. PADILLA came back to Mr. PETERS to get his opinion on licensing
negotiation groups. Mr. PETERS acknowledged that the topic has
recently had increased attention and several articles have been covering
them and rejecting the idea of the licensing negotiation group in antitrust
grounds as they hold these practices to be equal to buyers’ cartels and
they might be an incentive for further hold out because they can simply
reject every proposal that the licensor could make.
But, from the perspective of IoT, where there is a massive number of
companies that need to obtain a license and are similarly situated,
licensing negotiations groups might play their role. Some companies
understand that they need to take licenses, but they do not have the
experience and resources to conduct the licenses themselves in a way
that might be beneficial for them.
From a licensor’s perspective, according to Mr. PETERS it might also
be attractive to deal with those groups, as a licensor might be interested
in collecting revenues with the least effort and as quickly as possible. And
this can be done if he negotiates with a group of companies at the same
time and reaches a single agreement. In the IoT industry there are
hundreds of companies, compared to the smartphone market where if a
licensor gets 5 licenses, he/she has already covered 70% of the market.
According to Prof. CONTRERAS, collective negotiation related antitrust
claims are overstated and these would be quite a pro-competitive step to
take. Antitrust regulators could help the situation quite a bit by more
explicitly acknowledging the pro-competitive benefits.
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QUESTIONS/ANSWERS

Questioned by the audience on how to get licensees on board of such
arbitration system, Prof. CONTRERAS suggested that the arbitration
decision will just define what is FRAND for a given SDO, hence parties
will need to go to court in any case to define the consequences of an
infringement. For Dr. PADILLA, failing to accept a licence in the terms
defined by the arbitration body might automatically signal the
“unwillingness” of the licensee.
Regarding to (lack of) antitrust immunity and eventual challenges in
investment disputes, Prof. CONTRERAS stated that creative lawyers will
always “find a way to keep themselves busy”, yet it would be advisable
for such arbitration body to get pre-clearance in advance from main
antitrust bodies, in the same fashion some patent pools have obtained a
DoJ Business Review Letter in the US. [Note from the Reporters: it
remains to be seen if such practicalities are tackled in the upcoming EU´s
Horizontal/Standardisation Guidelines].
Mr. PETERS pointed out that this FRAND definition by an external
body, provided that such rate is within the FRAND range, can make
things more efficient for courts in cases of unwilling licensees by
preventing the costly and lengthy ping-pong resulting from CJEU’s
Huawei v ZTE and avoiding judges having to determine royalty rates,
which is often outside their area of expertise.
Dr. PADILLA brought the debate back to the issue of extraterritoriality
– will it render EU courts irrelevant? Mr. PETERS highlighted the actual
risk of making this issue even more political, at the time he asserted the
absolute relevance of the EU market – as producers and as consumers. To
a certain extent is not a matter of the size of the market, but of which
courts will decide faster.
Prof. CONTRERAS concurred, and noted that the Ericsson v Samsung
case is quite illustrative: a Swedish company and a Korean company,
litigating their case in Texas and Wuhan. In the pathway to seek the most
favourable results, jurisdictions such as the German one have the
potential to actually attract this kind of litigation – in certain contexts. In
sum, it is a matter of where an injunction can hurt (eg Indonesia), and this
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fragmentation can bring companies to scenarios where they can just drop
some markets down, as might have happened in the UK with Apple, he
concluded.
The audience brought the issue of the interface between open source
and standardisation. Mrs. KOSTADINOVA referred to the Commission’s
2019 Report on “The Relationship Between Open Source Software and
Standard Setting”, and put the focus on the IP side of such interaction to
argue that frictions do not need to occur, and that they will be mostly
caused, and addressed, in the framework of licence selection. Her views
were also endorsed by Mr. PETERS.
CLOSING REMARKS

During last words turn, Mr. PETERS recalled the absolute
transcendence of these issues for the IoT sector in particular, and
advocated for a more efficient licencing system. For Prof. CONTRERAS
this topic is not a pure bilateral matter, but rather an international and
political issue. Governmental intervention needs to remove some of these
obstacles, provided that such removal produces pro-competitive effects,
all of that with the aim of preventing a trade war. Mrs. KOSTADINOVA
stressed the importance of participating in public consultations to gather
the opinions and sensibilities of all stakeholders.
Prof. DESANTES closed the session highlighting how fascinating is this
topic from the perspective of a Private international law professor, and
the multiplicity of angles the topic of SEP licencing brings.

Report written by Carlos MUÑOZ FERRANDIS and Vicente ZAFRILLA
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OBJECTIVES
During, and further to the COVID Crisis, digital business, and access to
digital products and services increased exponentially. In this context, the
video games sector, including e-sports, is by far one of the fastest
growing sectors, with an immense development potential. This
development does not interface easily with Intellectual Property Rules
established progressively over the last 150 years for a traditional
environment, and raises many questions: could video games be defined
as a piece of Art, with all its meanings in terms of copyright? What are
the boundaries on copyright protection for video games? What about the
image rights of celebrities used in video games? How can the theory of IP
exhaustion be applied to the case of video games? How does consumer
protection law interact with video games under the current IP framework?
Which role for platforms and Internet Service Providers? Should IP
Protection be currently further enhanced?
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REPORT
The 18th Encounter addressed timely issues related to videogames and
IP. The panel took a global, 360° view on the topic, by not limiting itself
to the European dimension of issues related to videogames and IP.
Prof. Laurent MANDERIEUX stated in his welcoming words that video
games are one of the fastest growing sectors with the digitalization of the
economy. It is currently facing challenges having regard to intellectual
property aspects, in particular with copyright, and related relations with
consumer rights and regulation of society for privacy issues.
Prof. Javier FERNÁNDEZ-LASQUETTY then added that the gaming
sector is not only about the games, but also a sector that is significantly
contributing to the economy. He continued by giving a few examples on
the figures the game sector accounts for in Spain. There are 650
developers in the game industry and the sector yields 1 700 million euros
in revenue. And these numbers are estimated to grow in the near future.
Moderator Carmelo FONTANA pointed out that the topic of the IP and
videogames is interesting, not only to those directly involved with the
questions related to IP and games, but also to a larger public. Whenever
you are analysing trends, dynamics and industry issues concerning a
sector which is exploding in growth, such as the gaming sector, you can
also gather some general dynamics on how the legal system is reacting to
challenges. And the challenges with the video gaming industry are not
only legal, but also cultural, social and intertwined with the very concept
of creativity. There is a concept of “gamification” which entails that,
interactive features become more and more part of our everyday life. As a
final note prior to the panel discussion, Carmelo FONTANA pointed out
that the gaming industry had a 178 billion turnover in 2021, and as a
comparison to the content industry, movies and music, those sectors do
not even come close to the turnover the video game industry in latest
years. The turnover growth of the industry is also projected to amount to
250 billion by 2025.
Carmelo FONTANA and the Participants raised the following
questions:
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1 - HOW DO YOU VIEW THESE CURRENT TRENDS IN THE VIDEO GAME
INDUSTRY? HOW HAS THE EXPLOSION OF THE INDUSTRY AFFECTED
THE VERY ESSENCE OF VIDEO GAMES?

Speaker Andrea RIZZI started by pointing out that the evolution in the
game industry has taken place quickly. Initially, video games would be
regarded as physical products: they came with a disk embedding a
software and the other content. Consumer would then pay one off lump
sum for the game. The advancement of the internet changed the game
significantly. The digital distribution models have enabled the
introduction of the idea of games-as-a-service. Since the game publishers
own the rights to the games, they also have the possibility to add content
to the original games, thus extending the lifecycle of games and allowing
right holders more time to (hopefully) recoup the increasingly significant
development and marketing costs. It has become more and more
common, that the games get additional content, new layers and levels
which extend beyond the content the consumer had originally purchased.
This means that consumers engage, beyond the initial purchase, into
several micro-transactions in order to gain access to additional content.
Andrea RIZZI also drew a parallel to the Hollywood film industry, where
the largest revenues would concentrate on very few big titles. That kind
of development is also something that can be seen in the gaming
industry where the most played titles take a significant proportion of the
revenues.
Speaker Alina TRAPOVA joined into the discussion by pointing out that
related to the revenues, and to compare the gaming industry with the
other creative industries, we are seeing lowest levels of online piracy in
gaming. Several years ago, a study made on global online piracy
conducted by the University of Amsterdam’s Institute for Information Law
(iVIR) showed that the gaming industry is seeing the lowest levels of
online piracy: indeed, the industry itself has pushed for the games-as-aservice model – the games are created for the digital ecosystem. This
leads consumers to crave for the real deal and pay for the content. And
this point leads to the question of the relation between IP and
videogames, and more concretely to copyright. This issue was thought to
have been settled some years ago, but recent developments show that
that is not quite the case. Questions arise as to whether video games are
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to be regarded as software or as audio-visual works, or as something
more and hybrid. The European Court of Justice (CJEU) has touched
upon the categorization of the video games and concluded that video
games are “complex subject matter” (in Case C-355/12 Nintendo). They
are not only software but contain also audiovisual content. This is very
much apparent in the modern video games, such as Cyberpunk 2077.
These modern games come together with movie stars, premiers,
suspension, musical scores, and stars. The notion of a video game has
definitely moved towards being a service rather than a product. However,
the law still tends to struggle with the categorization of video games,
partly because, from a copyright perspective, there are two different legal
instruments in the EU that come into play – the Software Directive
2009/24/EC and the InfoSoc Directive 2001/29/EC.
Andrea RIZZI added that now we are entering towards an era of
games-as-a-platform. The video games are starting to have elements of
social media as one of their main features. This takes video games to the
next level. The shift towards “metaverse” has ramifications, not only from
a perspective of IP but also from a regulatory perspective. While the
interactivity and the social features are becoming an essential part of
gaming, the amount of user-generated content might create new
problems for the industry because of the potential liability questions.
Carmelo FONTANA pointed out that, referring to his opening words,
the dynamics of an industry can be illustrating how a legal system reacts
to current challenges. Now we are heading towards a situation where the
gaming industry might be invoking platform liability immunity rules under
the E-Commerce Directive. The current developments might also entail
that the game producers themselves might have to ensure compliance
with additional layers of regulation that have traditionally governed the
activities of online platforms, such as platform-to-business rules, unfair
commercial practices, misleading advertising, consumer protection, and
other similar rules. These rules are in a way targeted to tackle separate
issues and might also collide with the traditional creativity of the video
games, where you would have partly the artistic creativity within the video
game but also creativity in marketing on how to sell services or third-party
services within a video game. This is a complex scenario.
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2 - COULD YOU ELABORATE MORE ON THE TRADITIONAL IP/
COPYRIGHT SPECIFIC ISSUES WITH THE VIDEO GAMES, SUCH AS THE
DISTRIBUTION RIGHT AND COMMUNICATION TO THE PUBLIC RIGHT
TENSION? HOW IS THE VIDEO GAME INDUSTRY SHAKING THE
FOUNDATIONS OF COPYRIGHT LAW?

Alina TRAPOVA noted that she very much agrees on the regulatory
challenges, especially with the Digital Services Act in the making, and the
CDSM Directive (Directive 2019/790), which we still do not know how it
works in practice. As a general note, we can see a trend that online
platforms are expected to act more responsibly in relation to the content
they host. This entails more liability for the platforms. Platforms are the
gatekeepers in the online environment, and the European legislator is
hence pushing for more regulation on online platforms. All of this is still
very specific to Europe. However, if the EU legislators’ efforts prove to be
successful then the law would certainly be replicated in other jurisdictions.
Still, if these efforts prove to create bad laws, then we might catch
ourselves with a huge competitive disadvantage and end up creating a
lot of damage to different sectors.
Going back to more classical issues of copyright law, we know that
video games are a complex subject matter. These are traditional issues of
copyright law that have been discussed for years. However, we should
take it to a modern setting – for instance, consumers get access to their
games through gaming platforms such as Steam. From a copyright
perspective it might be relevant to ponder what kind of an act it is. Is the
online access of a video game an act of distribution, i.e., sale, or an act of
communication to the public? From a copyright perspective there are
direct consequences whether the act is categorized as a sale or as a
license. A sale of a copy is exhausted once the product has been lawfully
distributed. But there is no exhaustion of communication to the public
right. There are additional difficulties from a copyright perspective since
the EU copyright law struggles with the categorization of the video
games, i.e., are they software or audiovisual works? The EU copyright law
has two different legal instruments, the « InfoSoc » Directive for general
copyright protected subject matter and the Software Directive which is a
lex specialis in relation to the InfoSoc Directive. This has ramifications for
consumers and defines what the consumers can and cannot do from a
copyright law perspective, because of the existence or non-existence of
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exhaustion of copyright. The Tom Kabinet ruling (C-263/18) from the
CJEU concerning e-books, which are closest to video games of all the
copyright cases, touched upon the issues of sale or license and secondary
markets (i.e., the issue of digital exhaustion). The Nintendo case
established that video games are complex subject matter. From the
Court’s case law, a conclusion can be made, that in order to establish in
which category a work belongs to, we need to look at the whole work and
think about what the main feature of the work is. So, for instance
concerning e-books, the Court noted that the software of the e-book, is
only incidental in relation to the whole book. Applying this to modern
video games, are video games purchased because of the fantastic
elements of the software? Or is there more to it? The Nintendo ruling
already pointed out that there is more to it. However, it should be also
noted that software development is a huge part of modern video games,
and on the basis of that, there are interesting cases from the national
courts in France and Germany dissecting the video games.
Alina TRAPOVA continued by presenting a question to Andrea RIZZI,
on whether the video games on Steam are purchased (sale) or subscribed
(licence) and according to Andrea RIZZI, video games are subscribed
through Steam. Carmelo FONTANA continued by drawing a parallel to
the music industry where consumers do not really want to buy the songs
for ownership anymore but are rather paying a standard fee in order to
gain access to the musical works. We are moving towards a development
where consumption of everything will be based on subscription.
Alina TRAPOVA agreed that the subscription model is definitely a trend
we are heading towards. Alina TRAPOVA has co-authored to an article,
where the authors actually unpacked the video games from the
perspective of sale vs. license dichotomy and from the perspective of
goods vs. services dichotomy. It is important to recognize the difference
between sale and license, concerning the contract between game
developers and game consumers (players), and separate that discussion
from the goods vs. services discussion. These concepts overlap but there
are some differences between them. As a player, you are getting access
to all the services the game developer provides, but that is something
different from the sale vs. license discussion. There is an appeal case from
a Paris Court, concerning the question whether the Steam accounts of the
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players are subject to exhaustion or not. The Paris court did not go down
our way and the game industry were upset about the ruling. It is
important to note that in these types of cases IP questions do not appear
in a vacuum but are closely related to consumer law. Consumer law might
also have something to say about expansive end-user license agreements
(‘EULAs’).
Andrea RIZZI added that these questions remain central because the
exhaustion debate directly affects the possibility of having secondary
markets for video games. This is also a possibility that the right holders
have for long tried to prevent: since we have entered a situation where
games are offered as a service or as a platform, the transfer of ownership
in the digital environment comes with complexity.
3 - WHAT ARE THE SENSITIVE ISSUES CONCERNING THE
RELATIONSHIP WITH THE THIRD PARTIES, CREATORS, COMPETITORS,
AND WHAT IS THE IMPACT ON THE INDUSTRY AND IP LAW?

Andrea RIZZI reminded us that the sophistication of video games has
increased significantly and reached a state of the art that is not always
recognized. The reproduction of real-life persons or icons in video games
is an expressive medium to provide realism. However, it creates a tension
between the expressive right of the developer, using the material
protected by IP rights (trademark, copyright) and the right holder of those
rights. In order to be lawfully distributed, a video game has to be lawful
and avoid infringing existing third parties’ copyrights. Otherwise, it could
be subject to an injunction and its distribution could be blocked.
The territorial nature of IP rights, on the one hand, and the need of a
global market for the video game distribution, on the other hand,
represent a challenge for the lawyers and the game developers.
Particularly this is an issue concerning image rights since there is a lack of
harmonisation of image rights at an international level. This issue can be
problematic, especially when the game developers want to include a
famous person/celebrity in their video game, for historical settings for
instance. Andrea RIZZI emphasized that the inclusion of an image of a
celebrity can add to the realistic setting of a video game and therefore
enables the developer to achieve a creative effort. It is also often used as
a narrative tool. It is therefore complicated to ensure a balance between
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the freedom of expression of the developer and the celebrities’ right to
control their image. Carmelo FONTANA also added that in terms of
clearing the third-party image rights, the development we see in the
gaming industry has some resemblance to the movie industry and online
streaming platforms (such as Netflix, Amazon & YouTube).
4 - IN THE LIGHT OF THE RECENT MICROSOFT’S ACTIVISION BLIZZARD
ACQUISITION, SHOULD WE FEAR THAT PORTABILITY OR
COMPATIBILITY PROBLEMS WILL ARISE BETWEEN THE GAMES AND
PLATFORMS? ALSO, DO YOU THINK IT WILL GIVE MORE POWER TO
THE CLOUD GAMING SYSTEM?

Alina TRAPOVA firstly specified that the US antitrust authorities will
have a final say concerning the acquisition. With regard to cloud gaming,
this will bring the same-old topics from the copyright perspective:
distribution right vs. right of communication to the public: « it is just an
old wine in a new bottle, perhaps » Litigation will also likely arise
concerning this dilemma.
Andrea RIZZI considered that cloud gaming is clearly the future.
However, the key question is whether the technology or the infrastructure
is ready to support it. We move towards this direction, like it is the case
for mobile games, due to the massive increase in video game players.
Regarding the risk of a compatibility issue, Andrea RIZZI highlights that
there is still no market definition applicable to the video game industry.
During the significant merger business combination between Vivendi
Games and Activision in 2008, the European Commission did not even
state a clear definition of what a relevant market should be, in order to
better assess the deal. According to Andrea RIZZI, it says a lot about the
characteristic lack of attention/ sophistication by the authorities towards
the video game industry.
The antitrust legal framework is still underdeveloped as it has been
applied to the video games industry, it will surely be an area vastly
evolving in future years and the proposed acquisition of Activision
Blizzard by Microsoft of recent announcement will be the first opportunity
for the European Commission and other antitrust Authorities to look at
market definition(s) and other antitrust concepts in today’s context. From
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an antitrust perspective, the e-sports industry, where a video game’s title
is administered by one publisher owning the exclusive rights to the title
being played competitively, very often in the absence of any specific
State-regulation, raise delicate antitrust issues also.
5 - CAN USERS' CREATIONS (IN MINECRAFT FOR INSTANCE) BE
PROTECTED AS IP? HOW TO DEAL WITH THE TERMS & CONDITIONS
OF THE VIDEO GAME PLATFORMS?

Alina TRAPOVA raised the question of whether the user’s creations
protectable with IP rights actually stand in opposition to game company
rights. So, who will benefit from IP protection, the Minecraft player, or the
publisher (Mojang Studios)?
This question appears in many different perspectives, especially
through the application of artificial Intelligence and machine learning
systems. In fact, several countries already have a provision in copyright
Law that grant protection for computer generated work (UK and Ireland).
Alina TRAPOVA explained that it would really depend on the level of
freedom and creative choices that the player enjoys. Expressing as a user
your own intellectual creative choices would be the crucial element to
grant copyright protection.
It is therefore very difficult to reach the conclusion that players will
automatically receive a copyright claim on their creations, because the
video game comes through the design of the programmer. Indeed, Alina
TRAPOVA says that it is important not to forget that the user operates
with a creative constraint: « You can’t go beyond the digital world
delimited by the initial developers, so you may not be able to fully
express yourself »
Andrea RIZZI pointed out that when he started as an in-house counsel
for Activision Blizzard in 2008, there was almost an obsession for the
publishers and the developers to actually own any piece of user
generated content. This was probably driven by the fear of potential
copyright claims. As of today, we are seeing, a more relaxed approach
whereby often the ownership of user generated content is left with the
user and is not acquired. This is seen also as a fairer way to engage with
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the community, who may add value, especially in the imaginary world,
which is constantly updated and novel. This is a shift in the way users and
contributors are perceived in this new environment.
Carmelo FONTANA added that from a his practical view, this is also
consistent with the online platforms and social media services T&C’s,
which establish that social media platforms do not really want to wholly
acquire the rights of the user-generated content from the user. A license
is technically sufficient to operate the services and the platforms are not
interested in whether the user can make redistributions or transfer the
content to another service. In fact, the concept of portability is getting
more and more recognised in the online environment.
6 - CONSIDERING THE CURRENT CRYPTO TREND AND ASSIGNING
NFTS TO GAMES – WHAT ARE YOUR THOUGHTS ON THE USE OF A
NFT TECHNOLOGY TO ACTUALLY ASSIGN AN IP RIGHT (WHICH IS
MOSTLY WHAT HAPPENS WHEN SOMEONE ACQUIRES A SKIN/
WEAPON IN SUCH KIND OF GAMES)?

Alina TRAPOVA noted that the Non-Fungible Tokens (NFTs) are
already having an impact on how businesses operate and many actors in
the market are adjusting to them. It is true that NFTs constitute a sort of
certificate of ownership of a digital good. They have the characteristics of
being limited and exclusive in quantity. So, for example Fortnite skins are
being offered as NFTs. Ownership of an NFT, however, should not be
confused with the ownership of IP rights. It is also worth remembering
that games are a complex subject matter that cannot be solely
categorized as software or as audiovisual content. So, we will see what
the future brings us but we have to be careful about the very basics of
law: the ownership of an NFT does not equal to owning an IP right.
Andrea RIZZI added agreeingly that NFTs probably have nothing to do
with the ownership of IP, at least at this point in time.
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As a conclusive remark, Manuel DESANTES REAL referred to a
comment made by a Participant to the current Encounter that he found
perfectly summarising the debate: the discussion in the 18th Digital
Encounter only proved that the video games have always challenged the
limits of IP law and will continue to do so.

Report writeen by Eetu Huhta and Adele Serio
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OBJECTIVES
During, and further to the COVID Crisis, the role of Artificial Intelligence
became even more central for the Audiovisual World. Its massive use in
this key economic sector brings legal consequences, for IP in general, and
in particular in the field of Copyright and Neighboring Rights. New
business models bring ethical, practical, and economic considerations
relating to AI input that are of major importance both for the audiovisual
world and for the public. with unprecedented legal challenges. Which
meanings might be expected from this evolution/revolution? Speakers
from Europe and North America will provide a worldwide picture of the
future of Artificial Intelligence in the Audiovisual World, including on reimagining IP in this area in favor of both business and consumers/society.
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REPORT
Prof. Laurent MANDERIEUX explained in his upbeat welcoming
speech that the emergence of Artificial Intelligence (“AI”) permeates all
activities in the digital world, particularly the audiovisual realm, which has
drastically altered business models and may drastically affect Intellectual
Property (“IP”) rules. As a result, FIDE and the Transatlantic IP Academy
were to concentrate their discussion at this conference on the massive
legal implications in the sphere of IP that arise from the development and
use of Artificial Intelligence technology in the audiovisual domain.
Furthermore, this subject invites to develop a reflection also on a broader
legal and corporate area, on developing and increasing fundamental
rights issues such as personality rights, privacy rights, and so on,
connected to AI.
Moderator Prof. Giuseppina D'AGOSTINO noted that we are
witnessing the pace of change and disruption in the audiovisual industries
at such galloping speeds, with stakes being much higher. In her first book
Copyright, Contracts, Creators: New Media, New Rules (hyperlink), she
analyzed the introduction of emerging technologies and copyright
implications for creators across the United Kingdom, continental Europe,
and North America and from an international perspective. With respect to
the audiovisual industry, she provided the example of silent picture films
becoming “talkies” in the 1920s when the new sound component of
talking with new technology was suddenly introduced on the motion
picture scene and revolutionized, or disrupted, the movie-making
industry. Consequently, this new technology brought forth renewed
business models of exploitation as well as a slew of litigation in court. As
of late, AI has emerged as the new bold disruptor, opening up new
business models and renewed means of exploitation, but with far more
complexities and possibilities, as well as unanswered questions and future
litigation. AI has profoundly transformed not only the audiovisual sector,
but also every area of our life in society. For instance, deep fakes have
now appeared on our social network, casting doubt on even basic
professional interactions. These major societal issues must be addressed
not only by lawyers, but also by interdisciplinary professionals with a
broad knowledge base, such as computer scientists, ethicists, as well as
governments and industry players working collaboratively. In this regard,
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Moderator Prof Giuseppina D'AGOSTINO referred to the Report
Fostering the Future of Artificial Intelligence, from the York University
(hyperlink), which further discusses these issues.
1 - WHAT ARE THE LATEST DEVELOPMENTS OF AI IN THE
AUDIOVISUAL INDUSTRY? AND WHAT ARE SOME OF THE MAIN IP
ISSUES PRESENTED?

Speaker Prof. Giuseppe MAZZIOTTI pointed out that the creation of
new audiovisual products, such as movies or TV series, is increasingly
based on data and information that users provide to owners of content
platforms. Due to the influence of online platforms, consumers no longer
access and enjoy audiovisual works secretely, in their private sphere.
Currently, we have a strong vertical integration of audiovisual producers
who also own the supplying and distributing machines, through which
films, TV series and other audiovisual products are exploited. As we have
observed, not only as Intellectual Property academics but also as
practitioners and consultants, the significant input coming from streaming
platforms’ users is capable of challenging artistic freedom. On one hand,
renowned and well-established film directors might keep away from
platform productions. On the other hand, early stage film creators, with
little or no bargaining power vis-à-vis large media conglomerates, might
be deprived of a significant portion of their freedom to create, their role
being reduced to that of simple executants. He admitted that these
recent technical developments are a cause for concern, but he also finds
the increasing complexities arising when it comes to contracts, due to the
large number of parties involved, intriguing and interesting from a law
and business perspective. The potentially conflicting relationships
between authors and film producers, that characterized the film and TV
industries, is now being extended to the creator/platform level, adding an
additional layer of negotiation and contractual issues for practitioners.
Speaker Prof. Javier FERNÁNDEZ-LASQUETTY put the point of view
that the industry works to refine how the AI algorithm determines the
choice of users, in an attempt to encourage them to use the catalog as
much as feasible. From the perspective of business, the implementation
of AI technology has created an opportunity for independent producers
that they did not have in the past, while more novelties in the AI field,
such as the use of the metaverse for these audiovisual products, are still
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being researched. He further argued that we will witness more novelties
that are not entirely tied to AI, but rather to the business model that
integrates new content creators on social platforms.
2 - SHOULD WE PROTECT AI GENERATED AUDIOVISUAL WORKS OR
NOT? IF YES, THEN HOW CAN WE PROTECT SUCH OUTPUT? WHAT
ARE THE PRIMARY CONSIDERATIONS WHEN DECIDING WHETHER TO
PROTECT THE AI GENERATED OUTPUTS, AND, IF COMPLEXITIES
ARISE, WHAT IS THE BEST APPROACH TO RESOLVE THEM?

Speaker Prof. Javier FERNÁNDEZ-LASQUETTY responded that, on the
one hand, the development of audiovisual works is constrained in some
ways due to the fact that human beings are involved. On the other hand,
apart from the traditional players such as MGM, Universal, Paramount,
some new as Netflix, YouTube and Apple TV, are entering into the
production and distribution of audiovisual works. All are conscious that
they want to produce movies faster and AI would be one of the solutions
for that problem. Because of AI based developments (such as augmented
reality or virtual reality), content can be created without the involvement
of a human. It is even possible to create characters that are not human
beings (using AI tools such as “this person does not exist”) As a result, we
will be thrust into a new reality in which we will debate the ownership and
authorship of AI-generated products in a specific manner.
Speaker Prof. Giuseppe MAZZIOTTI did not hide his skepticism on real
“newness” of the dilemmas posed by Artificial Intelligence, at least in the
ways many scholars have presented them so far. As Prof. Javier
FERNÁNDEZ-LASQUETTY reminded us, AI reached an unprecedented
level as a concept. But at the very end of the article Authors and
Machines (hyperlink), Professor Jane Ginsburg taught us that if we wish to
reach the conclusion that a piece of work, even an audiovisual work, is
authorless, we must provide a very rigorous legal analysis. However, the
question of whether a piece of work is entirely generated by a non-human
author or actor does exist. There is an interesting distinction between
authorship and ownership, which matters very much in those jurisdictions.
Authorship was awarded not only as a form of economic protection but
also a moral protection. There has always been a distinction between the
creative input and the output generated and exploded in an audiovisual
format. Indeed, normally, the creative input in audiovisual works comes
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from a plurality of professionals and the copyright belongs to the
producer. Therefore, the risk is not very much about defining authorship,
but protecting those value chains that have kept the audiovisual sector
relevant from a cultural and social point of view, and from a labor
standpoint if we look at the performers.
Speaker Prof. Javier FERNÁNDEZ-LASQUETTY agreed on the fact
that, according to the Berne convention for the Protection of Literary and
Artistic Works, the current copyright system was not created for AI or
machines, but for humans. The question is where to place that type of
creation, as without attracting these new creations to the Berne
convention, this will become a jungle. We must find a solution that lies in
the best interests of everyone involved in that business. From his
perspective, the solution provided by the UK law, especially in article 9.3,
is not optimal, and all the other possibilities have been explored to
determine how the intervention of a human being is sufficient. We must
find a framework, but we must be prepared to change. Perhaps in the
future, we will see two distinct types of audiovisual works: those
produced in the traditional manner and those produced with a hyperreality that perfectly replicates real life. However, it does not mean that
there will be no author or creator.
Speaker Prof. Giuseppe MAZZIOTTI emphasized what the role of the
law in this fast-developing framework should be. When defining
authorship and ownership in different jurisdictions, we should always
consider the applicable law from a political standpoint, as well as a
business perspective, thinking of the types of work that a legal system
wants to encourage, as that is ultimately the function of Intellectual
Property. Otherwise, as Prof. Javier FERNÁNDEZ-LASQUETTY said, this
kind of production exits the realm of IP and enters into other bodies of
law that have nothing to do with the rationale of IP. From the perspective
of the European Union, when it comes to audiovisual media policies, we
should expect even more from regulators to ensure a strong incentive for
human creators and human performers. If not, large media conglomerates
might become even more dominant than they are now. Therefore, it is an
inevitable consequence of the fact that a jurisdiction, like the EU, might
place even more burdens on the conglomerate. Not to mention the
reform of the Audiovisual Media Services Directive in 2018, which

64

GLOBAL DIGITAL ENCOUNTERS
VOL. 2 - 2021/2022

GDE 19 - ARTIFICIAL INTELLIGENCE AND THE AUDIOVISUAL WORLD

imposed some quotas, even on the platforms that people adore. The risk
could be probably protectionism, which adds to the richness of our
discussion because we see very different perspectives around the world.
3 - WHAT CAN BE DONE TO ENSURE GREATER DIVERSITY OF
CONTENT, AS WELL AS INDEPENDENCE OF SMALLER AUDIOVISUAL
PRODUCERS?

Speaker Prof. Javier FERNÁNDEZ-LASQUETTY stated that, in order to
operate their business, platforms provide a wide variety of content to
attract enough audiences. New forms of recreation will continue in order
to catch the audience's attention. The commitment of producers and
platforms will encourage them to produce everything that might be
interesting to the public. The phenomenal Korean production, Squid
Game, is an example. Not everything in this new marketing is wrong, it
just represents the new century.
Speaker Prof. Giuseppe MAZZIOTTI added that European listeners
face the challenge of unifying EU digital markets, which is a difficult thing
for a variety of reasons. Market integration is being aided more by players
such as Netflix and Amazon than by the law itself. Indeed, these players
see the reach of the broadest and most diverse types of audiences as a
business priority and have an incentive to diversify their content
productions. Being able to gather data from users, platform companies
are motivated to know and commercially exploit what their customers
want and they do so at a pan-European and cross-border level. The only
risk that this trend has triggered is an inevitable reduction in the number
of movies being made digitally available. For instance, Netflix’s initial
version and business model was based on physical delivery. After having
spent a lot of money on the clearance of rights acquisition of movies from
Hollywood studios and other filmmakers, Netflix established itself as a an
audiovisual producer after realized that its initial venture would not have
been successful. As a result of spending cuts on third-party films and
products and investing savings on internal productions, several economic
studies have shown a sharp reduction in the number of movies being
simultaneously offered on Netflix. From an economic point of view, the
platforms’ “silos model”, which obliges film and TV lovers to subscribe to
numerous platforms, is unsuitable and very expensive especially for
young viewers.
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Speaker Prof. Javier FERNÁNDEZ-LASQUETTY said that films made by
AI will strengthen the production forces of independent creators, because
of the limited budget compared to the big majors. Perhaps the
application of Artificial Intelligence will provide us with data that will allow
independent producers to generate high-quality films at lower costs.
However, Prof. Giuseppe MAZZIOTTI wonders whether these
technologies will be accessible and broadly affordable in terms of
licensing fees, assuming that independent producers will not be able to
produce these technologies by themselves. Prof. Javier FERNÁNDEZLASQUETTY asserted that videos used to be limited to professionals, but
now they are accessible to anyone with the right tools. Technological
advances would allow them to generate content of special quality.
QUESTIONS FROM THE AUDIENCE

How can the copyright-ability of AI-generated works be measured?
Can the creativity test established in the CJEU's "Painer" and
"Infopaq" decisions be applied to Irish authorship Law, to assess the
human involvement requirement of these works?
Speaker Prof. Giuseppe MAZZIOTTI responded by saying that Irish
legislation has faced as many problems as the United Kingdom legislation
with these findings of the Court of Justice, even for much less than AIcreated works. In the audiovisual sector, the European Union imposed in
1993 to include film directors as co-authors of movies. Now, if you read
Irish or UK copyright statutes, you will find it strange that the authors of a
film are the producer and its director. This is the result of the push
coming from Europe.
Prof. MAZZIOTTI, Prof. Javier FERNÁNDEZ-LASQUETTY and Prof.
Giuseppina D'AGOSTINO agreed that the best is yet to come for
lawyers, in the coming years as new issues emerge.
Speaker Prof. Javier FERNÁNDEZ-LASQUETTY provided further
details on the creative requirements to be met. Indeed, we can use three
criteria (Indicated by AIPPI in its works about this matter) to determine
whether or not there was a sufficient intervention of humans, and
consequently, an author. First of all, the data selection (provided by a
human or a machine?); secondly, the intervention of the human during

66

GLOBAL DIGITAL ENCOUNTERS
VOL. 2 - 2021/2022

GDE 19 - ARTIFICIAL INTELLIGENCE AND THE AUDIOVISUAL WORLD

the process of creation; and finally, the selection of the outcome. Based
on the results obtained, different possibilities could be applied for
nuanced situations where authorship is recognized or others where it is
unclear.
To what extent can we tolerate the systematic use, if not too
invasive, of AI in film creation or staging (use of holograms, special
effects, rejuvenation of actors through new technologies)? Do you
think that AI will be as essential as an actor or a director in the future?
Speaker Prof. Giuseppe MAZZIOTTI sees a clear phenomenon of
convergence of different industries and types of audiovisual production in
the near future. For instance, video games converge progressively
towards movies, in light of their complex design and graphic, as well as
the development of plots that depend entirely on choices or abilities of
the players. In the same way, as in movies, video games are played
interactively, raising questions about the role (and maybe rights?) of
human performers of games. For instance, protection of performers’
income lies at the heart of film and TV dubbing practices in countries like
France, Italy, German and Spain, where the work created by content
adaptation allows them to keep a source of artistic independence. It is
probably true that these fictional characters, non-human actors, and
holograms, will be more widely used in the future, depending on how
much appreciated they will be. The offer on the market (especially the
platforms) is adapting to the plurality of their audiences.
Speaker Prof. Javier FERNÁNDEZ-LASQUETTY spoke about a matter
of taste and generations, which have all developed their own art
sensitivity.
What would happen in the case of an international jurisdictional
conflict, if some AI-generated works benefit from legal recognition,
from a copyright perspective?
Speaker Prof. Javier FERNÁNDEZ-LASQUETTY replied that a solution
must be found under the aegis of the Berne Convention, otherwise it
would be much more difficult to find a homogeneous treatment for
works, especially AI creations that are highly volatile.
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Speaker Prof. Giuseppe MAZZIOTTI also reaffirmed the importance of
the Berne Convention and its possible, future reform to solve this
problem. We shouldn’t forget the distinction between authorship and
ownership. From a copyright perspective, the protection of ownership is
and will be more solid and internationally accepted than authorship, even
by courts, for business reasons and converging interests. It must be seen
whether this type of Intellectual Property will be covered by copyright or
something equivalent.
Speaker Prof. Giuseppe MAZZIOTTI emphasized the importance of
being rigorous on the conclusion that a piece of audiovisual work is
entirely authorless and the relationship, previously mentioned by Prof.
Javier FERNÁNDEZ-LASQUETTY, between a creator and a machinegenerated input, is crucial. Not to mention that we must provide a caseby-case analysis.
Finally, Moderator Prof. Giuseppina D'AGOSTINO, wondered if there
were any conclusions to be drawn about biases in the data, which are a
major concern in North America. A simple example could be Netflix's
suggestions: on the one hand, it remains a useful service for clients, but
on the other hand it represents undercurrent algorithms that could lead
to biased data.
What should we do to ensure more equality on data in the main
platforms that we are dealing with?
Speaker Prof. Giuseppe MAZZIOTTI reminds us that the commercial
audiovisual offering ultimately educate and influence audiences in terms
of taste, which is an important (if not the most important) business issue.
Because of the exponential volume of data and, consequently, the
competitive advantage granted to the content producers (who are
sometimes also the owners of platforms), the ability to control data is
becoming an alarming problem. Furthermore, it is important to
remember that data is a sensitive business element, in terms of trade
secrecy as well. It constitutes the most important asset in this high-tech
world. We are observing, at least in the European Union, an attempt to
make these data-rich companies more accountable. In this regard, the EU
is currently implementing two significant reforms: the Digital Market Act
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and Digital Services Act. The approval and entry into force of The Digital
Marketplace Act might be more relevant in the audiovisual sector
because it aims to help third-party companies that thrive on a platform
have some access to data concerning their products. To North America's
dismay, the European Union could become the world leader in
advocating and enforcing these data access rights, whose secrecy would
otherwise strengthen an oligopolistic market, giving rise to a cultural
scenario Europe clearly wants to avoid.
Speaker Prof. Javier FERNÁNDEZ-LASQUETTY agreed with this point
of view. He also pointed out that not only the GDPR but also Competition
Law and consumer protection will force platforms to comply with certain
requirements. The question of data, economy, and AI-generated data
represents an issue for European authorities. Indeed, from one side, the
balance between sharing and keeping the information should be treated
under the Competition Law. From the other side there are fewer concerns
to have, because the influence of the platform will encourage to consume
as many products as possible. Therefore, it would not always push
towards thrillers or comedies but maybe towards something else, in one
way or another.
As a conclusive remark, Prof. Manuel DESANTES reaffirmed the
importance of this topic, which questions everything: Who is the author?
Who is the owner? When and where will Artificial Intelligence arrive?
Technology will certainly allow people to produce audiovisual works for a
very limited cost in the near future, whether the creator is human or not.
He conclude that this debate also embraces broader and practical
aspects, including privacy, liability, creativity, and the future of what
culture means.

Report written by Adele Luisa Serio and Xiao Baiyang
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OBJECTIVES
During, and further to the COVID Crisis, the role of Standard Essential
Patents became even more central. Its massive use in key economic
sectors brings important legal consequences, for IP in general, and for the
circulation of IP Rights. What benefits and challenges do the recent EU
initiatives bring, considering, in particular, the “New Framework for
SEPs”, the new “Draft Guidelines on Horizontal Cooperation
Agreements” and the EU’s New Industrial Strategy”? Which issues arise
with Licensing of SEPs in the Internet of Things? What are Government
strategies related to SEPs and injunctions? What may be the impact of
the cellular standardization system on innovation?
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REPORT
The 20th GDE started with an introduction by Prof. Manuel
DESANTES, who highlighted the relevance of Standard Essential Patents
(SEPs). Last November, the first Encounter regarding patents and
licensing opened the “pandora box” of this international topic that entails
several aspects in a diverse area. The 20th Encounter offered the
opportunity to continue the discussions on this topic, but with a focus on
the benefits and challenges that SEPs bring.
Following the introduction, Prof. Laurent MANDERIEUX took over as
moderator of the session. He added that the added focus on SEPs is
important because of their relevance in the market and due to new
initiatives from the European Commission that may ease, or may
challenge, the way the system is currently organised. SEPs are crucial in
many economic sectors and as a result, they are of great interest to
enterprises of all sizes. He insisted on the relevance of SEPs in the global
market and addressed the first question to both speakers, Dr. Claudia
TAPIA and Dr. Igor NIKOLIC.
1 - WHAT ARE SEPs? WHY ARE THEY SO IMPORTANT?

Dr. Igor NIKOLIC started by providing a general picture of the open
standardisation system.
When one talks about technological standards, we are often referring
to specific standards such as WiFi, 3G, 4G, and 5G. The open
standardisation system operates by companies coming together in
standard development organisations (SDOs) where engineers work
together to produce the best possible technical solution. One of the key
ingredients of the successful implementation of standards is the
commitment from the technology companies to license all of their patents
that are essential (or necessary) for the use of a standard under fair,
reasonable and non-discriminatory (FRAND) terms. FRAND commitments
are a key component in the system as: 1) on the one hand, it ensures for
companies that are using standards that licences will be available and that
they will pay a fair and reasonable royalty; 2) on the other hand,
technology developers will receive returns for their invention and
contribution and secure incentives to innovate in the future. FRAND

71

GLOBAL DIGITAL ENCOUNTERS
VOL. 2 - 2021/2022

GDE 20 - STANDARD ESSENTIAL PATENTS

commitments, therefore, ensure a balance between technology
developers and implementers.
As a result, technological standards bring together these two parties in
a collaborative environment to produce the best possible technological
solutions.
The framework on which SEPs operate is based on public (competition
law, case-law, and regulations) and private instruments (SDO, FRAND
commitments, patent pools). It’s important to be aware of the dynamic
between these private instruments which operate under the umbrella of
public instruments.
He finished by pointing out that the current system is delicate but has
produced success in several industries. In case changes are needed and
we want to intervene, we need to ask two questions: Is there a market
failure? If so, what measures are proportionate and necessary? and
address them through empirical evidence.
Then, Dr. Claudia TAPIA answered the question by providing an
industry perspective. She indicated that FRAND licensing used to be a
main topic in the telecoms field, but nowadays, thanks to the internet of
things (IoT), more and more objects we use on a daily basis are
“connected”. Companies from transport, energy, sports, manufacturing,
and/or agriculture are including (cellular) standards in their products,
processes and/or services.
She highlighted that decision-makers are paying attention to this
evolution. In that sense, the European Commission (EC) already
announced three initiatives that in one way or another, are impacting
SEPs: 1) the New Framework for SEPs, 2) the Draft Guidelines on
Horizontal Cooperation Agreements, and 3) the EU’s New Industrial
Strategy.
Regarding the New Framework for SEPs, this followed an
announcement that took place in November 2020, where discussions
regarding the possibility of reform to ensure an efficient framework for
SEPs, including an industrial strategy and guidelines, were taking place.
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The aim of this proposal for reform is threefold: 1) creating an
independent third-party essentiality assessment mechanism (which will
assess whether the potentially essential patents and patent applications
are indeed essential); 2) promoting more clarity on FRAND agreements –
however, conversely, the more stringent the system is, the less flexibility
will be available for licensing negotiations; 3) incentivising the use of
alternative dispute resolution (ADR).
These aspects also raise some issues and questions, e.g., who will
finance the creation of a third-party essentiality assessment mechanism?
As regards the idea of enhancing clarity, there is a risk regarding
bargaining positions. As for the inclusion of ADR mechanisms -arbitration,
mediation or conciliation – these already exist and are voluntary systems.
It is not advisable to make them mandatory.
She finished by bringing up the need to pay attention to the existing
and extensive information available, including studies and case-law. This
information shows the behaviour of the parties in SEP licensing disputes.
She raised her concern about the focus on collecting opinions via
consultations rather than collecting evidence. Collecting opinions may be
dangerous as it would provide an unbalanced perspective, since there is a
far larger number of implementors than contributors to SEPs.
Prof. MANDERIEUX underlined that Dr. Igor NIKOLIC talked about
“market failures” and raised the second question.
2 - WHAT EVIDENCE DO WE HAVE REGARDING MARKET FAILURES?

Dr. Igor NIKOLIC explained that it is important to realise that, when
referring to SEPs and market failure, there is no “one size fits all” solution.
There are different standards, made following different procedures,
different industries and licensing conditions. This makes it difficult to refer
to SEPs in general. Therefore, we need to look at specific industries and
standards used in those industries.
The discussions and observations regarding SEPs licensing issues often
imply issues in the smartphone industry and 3G, 4G and 5G standards.
Over the years, researchers have obtained information about how the
smartphone industry operates. There is now a lot of evidence about the
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smartphone industry, including market research and academic reports.
The evidence shows that this industry functions extremely well.
Several new market players are entering the industry – proving that the
market is unconcentrated and that SEPs are not a barrier to entry. The
smartphone industry has increased output and has been deconcentrated
with new market entries, new players successfully entering the market,
lower prices and an unprecedented amount of R&D development. All the
information shows great market success, not a market failure. As a result,
when assessing SEPs, it is important to first identify the relevant industry
and standards and then try to measure the existence of market failure.
Prof. MANDERIEUX moved towards an aspect that Dr. Claudia TAPIA
mentioned, the risks of collecting opinions and ask her to further develop
this idea.
3 - THE DANGERS OF COLLECTING OPINIONS

Dr. Claudia TAPIA described that FRAND was developed to guarantee
a balance of interests between innovators and implementers. There is a
process in place for the development of standards or to make any change
to the IPR policy. In both cases, the standard development organisation
needs to follow the principles established by the World Trade
Organisation (WTO) for the standardisation processes.
Imagine the EC extracts the information from these consultations to
create statistics. The information will mainly provide observations from
the implementers, as they are the grand majority. In fact, 70% of the
technical contributions to cellular standards were made by only 10
companies.
As a result, should the EC only consider the responses of the majority,
these would be favourable to implementers, reflecting their interests,
such as reducing the availability injunctions or lowering royalty rates. This
would distort the balance.
She concluded that there is robust data that should be looked at before
carrying out any kind of intervention.
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Prof. MANDERIEUX then focused on the initiatives of the European
Commission, indicating that they also involve competition matters.
4 - DO YOU FIND ANY BENEFITS AMONG THE INITIATIVES OF THE
EUROPEAN COMMISSION?

Dr. Claudia TAPIA considered that all the initiatives had benefits. As
examples, she outlined that one of the several positive aspects of the
EU’s New Standardisation Strategy is that it promotes digital and green
transition. She added that the creation of a high-level forum of experts is
also beneficial. This group includes experts with the right knowledge and
skills to choose the correct approach by identifying needs and
coordinating EU responses. Likewise, she pointed out that the EC is
thinking about how to allocate voting rights within SDOs, which would
ensure a balance of the different interests at stake.
The initiatives also refer to the creation of a standardisation booster,
which would support standard related projects, which is important to help
increase visibility, strength, and coordination. Finally, she indicated as
another positive aspect that the EC is mulling the idea of an EU
Excellence Hub that would monitor international standardisation
activities.
On his side, Dr. Igor NIKOLIC stated that there are many proposals,
and one is to enhance the efficiency in licensing SEPs, which would
ideally be through the creation of patent pools. Patent pools represent a
one-stop-shop licensing for implementers, provide transparency on the
overall royalty rate for a standard, and increase business certainty as
implementers can plan the costs of IP investment. The initiatives,
however, also discuss the formation of groups of implementers, called
licensing negotiation groups (LNGs). The idea is to unite all the different
implementers together to collectively negotiate royalties with SEPs
owners. This would, allegedly, reduce transaction costs and put them in a
better bargaining position.
He then indicated that in theory, LNGs may appear as a good solution,
however, some significant competition and practical problems should first
be addressed. He explained that in the past, competition authorities have
resisted these proposals as they wanted to avoid cartelisation by its
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members. If implementers join LNGs they will have to share very sensitive
information such as costs, sales revenues, etc. He then concluded that
horizontal cooperation among competitors is usually considered a cartel,
so it seems like an impractical solution which adds another layer of
complexity.
Prof. MANDERIEUX wanted to outline the example of the patent pool
Avanci and asked Dr. Claudia TAPIA for more details about it.
5 - AVANCI

Dr. Claudia TAPIA explained that the creation of Avanci dates to
around 2010 when the automotive industry was using and infringing
protected cellular technologies. Avanci is an independent licensing
platform which was created to become a one-stop-shop for licensees for
SEPs needed by connected cars. Avanci provides price transparency,
includes large portfolios, and offers a reasonable royalty rate.
When Avanci was created, it started to negotiate with SEPs holders and
users and it took 7 years of negotiations to reach the first agreement with
BMW. Currently, Avanci consists of 48 companies as licensors and around
25 licensees, like car companies such as SEAT or Volvo.
Apparently, the automotive companies did not sign as soon as
expected and some litigation was needed but companies are slowly but
surely signing.
She concluded that Avanci is a good example of the success of a
platform similar to a patent pool in a new sector with a new type of
licence, but that patent pools are not a one-size fits all solution.
Another issue with SEPs is the question of injunctions. In that sense,
Prof. MANDERIEUX wanted to know the perspective of the industry in
Europe and other countries, such as China and the US.
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6 - HOW DO YOU THINK INJUNCTIONS ARE TREATED IN EUROPE?

Dr. Claudia TAPIA answered that the CJEU in Huawei v ZTE has
created a balanced system adopting a holistic approach to determine
how the parties behave. At 4iP Council, they offer guidance on how these
matters are interpreted by the courts (https://caselaw.4ipcouncil.com/
guidance-national-courts). She considered the system to overall have a
good approach and emphasised that in most cases SEP owners and SEP
users reach settlements. Litigation is the exception, not the rule.
7 - THE WTO HAS LAUNCHED CONSULTATIONS REGARDING THE
INTRODUCTION OF ADRS ON INJUNCTIONS IN CHINA. WHAT DO YOU
THINK ABOUT THE CHINESE APPROACH TO THIS MATTER AND THE
US?

Dr. Igor NIKOLIC explained that the Chinese and US approach toward
injunctions for SEPs is different from the EU. In the EU there is a system
which is neutral and implies obligations on both parties, whereas in the
US there is an eBay which put the burden on SEP owners and makes it
very difficult to obtain an injunction. Perhaps this is why injunctions are
not being litigated in the US. The US Department of Justice is currently
formulating a new Position Statement on remedies for SEPs. In the Draft
Statement, the DOJ was very sceptical about injunctions and considered
that monetary damages should be sufficient for SEPs owners.
As a result, US SEP cases involve patent infringement, damages, and
determination of whether the terms are FRAND, but not injunctions.
In China, there is a recent trend of granting very wide anti-suit
injunctions. What happens is that companies initiate the case in China,
request the court to determine global FRAND terms, and the Chinese
court then issues an anti-suit injunction prohibiting parties from litigating
SEPs, asking for injunctions and determination of FRAND licensing terms
anywhere in the world. Chinese courts effectively then assume a global
jurisdiction. This is different from other jurisdictions, such as the EU,
where courts are reluctant to use anti-suit injunctions. There is now a
jurisdictional battle between Chinese and European courts.
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Taking a global perspective on SEPs, he considered that China is
supporting its companies either by directly controlling or giving financial
support, as well as providing incentives to participate in standardisation.
On the contrary, the EU through these new initiatives is favouring the
implementers, which are in fact mainly US and Chinese companies. As a
result, there is a disbalance as one jurisdiction seems to be supported by
the government and the other relies only on market instruments and
licensing to obtain revenues.
Going back to FRAND licensing, Prof. MANDERIEUX asked the
speakers about their views on enhancing clarity.
8 - WHAT ARE YOUR VIEWS ON CLARIFYING FRAND?

Dr. Claudia TAPIA started by highlighting that more transparency is
always beneficial and welcome. However, she also pointed out that, the
narrower the framework is, the less flexibility one will have in
negotiations. In her opinion, the best option to obtain such a clarification
is via a Standard Development Organisation (SDO), such as ETSI, and
following the WTO criteria (i.e., transparency, consensus, impartiality,
openness, etc) to obtain a balance of interests.
On his side, Dr. Igor NIKOLIC elaborated referring to past experience
and empirical evidence from IEEE, which is a large international SDO.
responsible for, among others, Wi-Fi standards. In 2015 it adopted a new
IPR policy which defined FRAND with the aim of bringing more certainty
and clarity. However, the IPR policy was adopted by implementers
outvoting SEP owners. The 2015 IPR Policy defined FRAND favourably to
implementers by 1) restricting the use of injunctions; 2) basing royalties
on the value of the smallest saleable patent practising unit and excluding
any value arising from the inclusion of the technology in the standard and
3) requiring licensing at any level of the supply chain. Researchers have
been able to measure the effects of the 2015 IPR Policy. Most companies
declined to license their patents through the new IPRs policy. As a result,
new standards are being developed and adopted with an unclear
framework for licensing SEPs. In sum, the side-effect of not having a
consensus between SEP owners and implementers could be that
companies may migrate to other SDOs with less rigid rules, or decide to
vertically integrate and form closed proprietary standards without a
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FRAND commitment.
Prof. MANDERIEUX then focused on tensions and issues regarding
licensing activities.
9 - DO YOU THINK THAT THE RISE OF INTERNATIONAL TENSIONS
BETWEEN STATES ALSO MEANS A HIGHER TOLL ON LICENSING?

Dr. Igor NIKOLIC considered that indeed international tensions may
entail a higher toll on licensing. He said that, for instance, we may have
different frameworks in different countries, affecting the treatment of
FRAND terms. This could increase costs, especially for SMEs, as well as
for participation in standardisation.
10 - ARE THERE ANY OTHER ISSUES YOU’D LIKE TO RAISE?

Dr. Claudia TAPIA opened the discussion and maintained that more
and more things are being connected (e.g., transport, agriculture,
health…) but for this digital revolution to continue a balance is needed
between standards’ creators and implementers. Until now, this balance
has allowed us to achieve what we have now. Before any kind of
intervention, it is important to assess the evidence to really confirm if
there is a need for a reform or intervention. She then declared that she
does not see the need for it now. Dr. Claudia TAPIA added that we need
patience since new SEP users need to be educated on the system and the
market needs time to bring solutions (see example of Avanci) . Finding
agreements following the WTO principles is a slow but effective process.
Courts are already enforcing actions against parties not acting in good
faith, and if any party misbehaves there are antitrust measures in place.
She again emphasised the importance to assess the evidence before
deciding on any intervention.
Dr. Igor NIKOLIC agreed with her view and insisted on looking at the
evidence and considering measures together with their effects. Similarly,
he declared that transparency is not so much an issue and the problem
lies in the price of the standard. In that sense, he pointed out that there
are already private mechanisms in the market, such as Avanci, that
provide price clarity and certainty.
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He then concluded that having so many declarations is not necessarily a
bad thing. We want essential patents to be accessible for a licence. We
do not want a system that makes companies reluctant to declare and
license their patents due to excessive transparency costs.
Finally, Prof. MANDERIEUX asked the speakers about WIPO’s role
within the SEPs’ framework.
11 - WIPO IS VERY ACTIVE IN INTERNATIONAL PATENTS. STATES HAVE
NEVER BEEN TOO MUCH IN FAVOUR TO ESTABLISH INTERNATIONAL
STANDARDS IN LICENSING. SHOULD WIPO HAVE A MORE ACTIVE
APPROACH IN THIS REGARD?

Dr. Igor NIKOLIC answered that the creation of an international
tribunal for FRAND matters has been debated in the literature. He
admitted that it could be a one-stop-shop to litigate with experienced
judges but there are already mechanisms for parties to have a single
forum to solve their disputes, such as arbitration. He then raised two
questions: Why do parties not choose the existent solutions? Would
another tribunal work?
Once again, he outlined the relevance of assessing empirical evidence
in order to determine how many cases are settled without litigation. He
declared that he was certain that most of the cases tend to be solved
amicably, so there is not a strong need for a mandatory institution for
these matters. He suggested that WIPO may not be the solution but
SDOs would be the ideal candidate to provide additional definitions and
obligations.
On her side, Dr. Claudia TAPIA stated that it is all about exploring
possibilities, as it is indispensable to maintain a balance. She declared
that the ideal scenario would create an ecosystem that parties follow and
respect, with knowledgeable people. However, this would also require
the parties’ interest in using it.
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12 - WHY ARE THE BLUETOOTH AND WIFI STANDARDS SO MUCH
MORE POPULAR AND WIDESPREAD THAN CELLULAR STANDARDS?

Dr. Igor NIKOLIC insisted on the fact that there is not a “one size fits
all” approach. There are different types of licencing practices adopted by
different industries. Wi-Fi is licensed on FRAND terms, as well as cellular
standards. Bluetooth is licensed by paying membership fees at the
relevant SDO. The particular licensing approach depends on the interest
of SDO members and the specifics of each industry.
Dr. Claudia TAPIA agreed with him and underlined the need to find the
right way depending on what we want to create. She then stated that as
soon as an investment is made, there is a need for a return on that
investment. She then shared her experience in the industry and
highlighted that Ericsson spent tens of billions to develop 2G, 3G, 4G
and 5G technologies, emphasising that such technologies are not easily
created and are highly complex. Without a return on investment, she
explained, companies like Ericsson would not be able to reinvest in future
generations of standardization. Only companies from other countries,
which are owned or financially supported by their governments would be
able to afford it. Technological standards are the result of years of R&D,
technical meetings and contributions.
CONCLUSION REMARKS

Prof. Javier FERNÁNDEZ-LASQUETTY summed up the session by
underlying that SEPs are a complex issue involving policy, competition
law, litigation, innovation, and patents. SEPs and FRAND were aspects
that used to be confined to the telecom sector, but nowadays it is clear
that it will be an expansion towards others. He also underlined the
relevance of transparency and independent assessment that was brought
during the session, as well as litigation and ADR mechanisms. In
conclusion, there is a need to continue discussing these aspects and for
further research.

Report written by Rebeca FERRERO GUILLÉN and Athena POYSKY
GRACIA
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OBJECTIVES
During, and further to the COVID Crisis, the Metaverse steadily
developed, and its role became even more central for the Business
World. Its massive use connected to key economic sectors (Art, Retail,
Innovative Business) brings legal consequences, for Classical IP, and
offers real challenges in particular to Trademark Law, Copyright and
Neighboring Rights Law and the Patent world. New business models are
in urgent need for clarity on the interaction of the metaverse and NFTs
with classical IP. Which meanings might be expected from this evolution
/ revolution?
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REPORT
Professor Laurent MANDERIEUX started with welcome words,
presented the conference's distinguished guests, and briefly described
why and how the metaverse may require an evolution of the classical IP
world, in particular in the fields of trademark, copyright and patent law
and practice. JAVIER FERNANDEZ-LASQUETTY then noted the
exceptional nature of this "hot topic" that is enjoying the "hype". It is
therefore important to understand the Metaverse through the context of
intellectual property law.
Moderator Michaela MACDONALD introduced the conference by
emphasizing an important element: being connected. Experiencing a
space together in real time, no matter where we come from.
1 - HOW CAN WE DEFINE THE CONCEPT OF METAVERSE?

Speaker Gregor PRYOR started by pointing out the many conflicting
views on what constitutes the Metaverse. The most compelling of all
could be “when a person spends more than half of their life looking at the
screen”. Digital existence is accurate and real because so many people
have already existed in the Metaverse. The Metaverse is going to be
definitely a virtual world where users are allowed to interact and conduct
activities, just as if they were in the real world, which includes
entertainment, commerce, meeting, community, and all those things we
might enjoy in our everyday life.
Moderator Michaela MACDONALD recapped the common
characteristics attached to the Metaverse, such as a realistic, immersive,
ubiquitous experience available from all kinds of digital devices
(wearables, computers, headsets, VR, AR, extended reality, etc.). With the
special ability to be interoperable. Ideally, it should be a unique space,
where we seamlessly move from one area to another, also scalable, so
that the infrastructure must support and deliver an immersive experience,
with significant technical challenges.
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2 - BECAUSE OF THE DIFFERENT VERSIONS OF THE METAVERSE,
INHERENT TO THOSE WHO BUILD, SELL OR USE IT, WHO ARE THE KEY
PLAYERS?

Without hesitation, Speaker Gregor PRYOR mentioned Meta, as a
major actor. In referring to the Reed Smith Guide to the Metaverse (May
2021) which further discusses these issues, the company is investing a
tremendous amount of money to win this gold rush. Other players are
also notable for their interest and projects in this field: Epic Games
through its video game “Fortnite”, its software “Unreal Engine”, Sandbox
which is not yet launched but has benefited from huge investments,
Roblox or Minecraft for gamer’s entertainment. However, offering a
virtual world does not always mean proposing realistic content, like in real
life. Therefore, interoperability would represent the Holy Grail, but for
now we have separate wall gardens.
Speaker Andres GUADAMUZ, meanwhile, adopted a systematized
classification of key players which have three different visions:
The first group of key players represents the companies’ private
Metaverses that are closed, considered as walled gardens. They probably
function as a platform, with a three-dimensional structure, like Meta.
The second group of key players stands for the “Open Metaverse
Developers”, like Odyssey in the Netherlands which attempt to build not
the actual Metaverse, but open-source standards. This involves, for
example, setting up standards, design tools and thus contributing to the
Metaverse’s collection.
And the third group of key players, called “Web 3 Developers”, is
looking to extend the Metaverse to Blockchain and NFTs. Ownership
could be transferred using NFTs. It is still necessary to understand the
liability of this.
The moderator, Michaela MACDONALD, emphasized that the
definition or vision of the Metaverse depends on who is implementing it.
Indeed, users and companies usually do not share the same idea. The
concept of the Metaverse will exacerbate the problems of digital
ownership, interoperability, portability, that we already experience in
many different digital environments, including video games.
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3 - WHAT IS THE RELATIONSHIP BETWEEN THE METAVERSE AND
TRADITIONAL INTELLECTUAL PROPERTY RIGHTS? IS THERE ANY
WORKING VERSION OF OWNERSHIP, OF DIGITAL OWNERSHIP, THAT
MIGHT RESOLVE THIS SOMEWHAT DIFFICULT RELATIONSHIP THAT WE
ALREADY WITNESSING AND EXPERIENCE ON A DAILY BASIS?

Speaker Andres GUADAMUZ explained that for those who were in the
circle of the "previous craze" (circa 2006 - 2007), we may remember the
innovative discussions about ownership in Second Life, that are still
relevant today. We are now experiencing 2007 all over again! Ownership
may end up being completely dependent on the type of Metaverse.
In the first group, if we are thinking about the Meta’s version from a
private company or video games company, the property is quite easy: it
belongs to the publisher, the entity who owns the servers, binds the
clients with user license agreements. As a user, the only way to benefit
from property rights is mostly a license agreement, which delimits what is
authorized and what it is not (for instance, trading goods).
Within the second group of players in the Metaverse, Intellectual
Property rights are more feasible: goods created by the users belong to
them and remain in the Metaverse. Second Life was unique for these
reasons.
Finally, the third group, represented by Web3, foresees that we are the
owner of our creations and be able to transfer it, exchange it.
Speaker Gregor PRYOR replied also that we get a lot of inbound
questions from clients looking to protect the shape of ownership in the
digital world, “if you don’t own something, someone else will steal it”.
So, brands are looking to protect their brands in the Metaverse
meanwhile people are selling fake Gucci avatars (real example). The risks
and, at the same time, the attractiveness of Blockchain/NFTs are reflected
in people sale, for instance Christie's sold items for millions and millions
of dollars. The value of ownership is all about the extent to which there is
a right of transfer. People buy NFTs thinking they own something.
Because of the opacity around the IP rights transfer and the increasing
popularity of these tokens, it is almost inconceivable that regulators will
not intervene. From Speaker Gregor PRYOR’s point of view, NFTs could
have utility and enable ownership potentially, but there is a way to go.
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Moderator Michaela MACDONALD, noted that when we look at the
relationship between the Metaverse and traditional modes of intellectual
property protection, business-facing interactions will be fine. Most of the
time, companies have the tools and skills to ensure that their intellectual
property assets are protected, as well as contracts, licensing agreements
and technological safeguards:
4 - BUT WHAT ABOUT THE USERS? THE METAVERSE CONCEPT IS
BASED ON THE IDEA OF THE USER'S CREATIVITY, ACTIVE
ENGAGEMENT, INTERACTION, AND ABILITY TO CREATE IN THE
ENVIRONMENT. HOW WILL CURRENT INTELLECTUAL PROPERTY
RIGHTS SUPPORT THIS?

Speaker Andres GUADAMUZ proceeded by saying that the scope of
protection will remain more or less the same. Brands don’t need to be
overhauled on the Metaverse, they already benefit from trademark
protection, codes under copyrights. People should probably think about
purchasing domain names on Web 3. For the companies, the protections
seem strong, they're tested, there's nothing new under the sun in that
regard, and we can expect more proactive actions from judges, at least
with the new tools.
Moderator Michaela MACDONALD outlined that the common vision
shared in this conference is the role that technology plays in supporting
or complementing IPRs. These experiences, features, and functionalities
within the Metaverse, integrate Blockchain and NFTs for their utility to
businesses and users.
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5 - DO YOU THINK THAT TECHNOLOGICAL SOLUTIONS CAN, TO SOME
EXTENT, REPLACE OR BE COMPLEMENTARY TO LEGAL STANDARDS IN
A CERTAIN CONTEXT? THE MEDIA HYPE, THE MISUNDERSTANDING
OF NFTS, PEOPLE WHO BELIEVE THEY HAVE BOUGHT PROPERTY AND
THAT PROPERTY IS TRANSFERRED BY PURCHASING NFTS TOKENS,
WHEN THAT IS NOT THE CASE. HOW CAN WE USE TECHNOLOGY IN A
MEANINGFUL WAY TO BUILD METAVERSE WITH ALL THESE FEATURES?
WHILE POINTING OUT THAT THEY OFTEN DON'T SOLVE PROBLEMS,
SUCH AS THE LACK OF DIGITAL EXHAUSTION OR THE FUNCTIONAL
CONCEPT OF DIGITAL OWNERSHIP.

Speaker Gregor PRYOR thought that most of the solutions to these
types of problems tend to come from commerce. According to him, we
are not about to see a government or legislative initiative that will
succeed. Most Metaverse environments are in fact, “walled gardens”,
which implies two sets of rules:
The laws and regulations (for instance, copyright laws, child protections
laws) which exist, and require compliance when we are a company.
On the top of these Laws, we have contractual laws that allow us to use
an environment. Users, in an Epic Games setting for instance, need to
respect terms and conditions that apply. When technology is combined
with terms of use, buyers will quickly understand that they own something
that has value within the virtual world. No doubts that Commerce will
have the solution, it will not come from legislators.
Speaker Andres GUADAMUZ agreed. Initially, there was not a great
need for regulation, because the existing laws, as mentioned before, are
well adapted. Traditional case studies are still useful. However, he
remains a bit skeptical of technological solutions, especially because
things like smart contracts are often presented as the best solutions, as
well as governance structures such as DAOs (governed by smart
contracts), which have many flaws. We are going to be ruled by the
benign system of Blockchain, reminding the Speaker a famous quote: “all
watched over by machines of love and grace”. The reality tends to be a
bit messier, as reflected in smart contracts, errors in the code that can
block funds, contract theft. When things go wrong, companies that sold
all this decentralization are actually going back to the “old boring law”.
NFTs and Smart Contracts have a future, but we need to moderate it by
putting some limits on it.
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6 - DO YOU THINK WE WILL BE ABLE TO LEARN FROM PAST
EXPERIENCES AND MISTAKES IN TERMS OF DEVELOPING DIGITAL
SPACES IN A WAY THAT GIVES USERS EQUAL POWER TO COMPANIES
THAT CAN'T REGULATE THE SPACE THE WAY THEY WANT TO, AND
ALLOWS POLICYMAKERS AND REGULATORS TO REALLY GRASP AND
UNDERSTAND THE NATURE AND NUANCES OF THESE SPACES?

Speaker Gregor PRYOR was very optimistic about the future and
continued by saying that we learn from the past. The best example is
privacy or child protection and how these have evolved to apply easily to
the Metaverse. As Internet laws develop, they naturally apply to the
Metaverse.
Speaker Andrés GUADAMUZ was also optimistic about regulation.
Companies have learned through content moderation, for example, and
it is much better than before, even if it is not perfect. The Metaverse will
also have its content moderation rules.
IQUESTIONS FROM THE AUDIENCE

1. Should owners of trademarks that are not reputed or well-known
be filing new trademarks for software and related services to be
protected in the Metaverse? How do you expect the relevant offices
(EUIPO...) or courts to deal with the similarity of ‘real goods’ with the
virtual version thereof?
Speaker Gregor PRYOR responded by saying that the specific problem
is not the registration but the infringement. Companies are going to be
relying on trademark agents to draft really strong and clear specifications
that perhaps are quite narrow for the virtual world. It is going to be a
question of relying on strong practitioners to kind of make the market
easier.
Speaker Andrés GUADAMUZ also participated by seconding this
thought and mentioning the great option for ‘passing off’ to shine as well.
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2. What is the value of a property title (“authentication certificate”
delivered via smart contract) in the Blockchain according to
intellectual property law?
Speaker Andrés GUADAMUZ referred to it as the receipt of a link that
gives us access to where something may be stored, may it be on a
decentralized service or on a centralized one. It is worth it as someone is
more willing to give it. There is not only one Blockchain; there are
different Blockchains, so although it is supposed to be a trustless system,
the important thing is to trust people anyway; definitely, it becomes
relevant the need to trust the person that is issuing the certificate.
3. The minting of original work or brand as an NFT infringes
Intellectual Property rights if you do not hold the IP right to the
original work or brand?
Speaker Andrés GUADAMUZ said that it is not really simple, it is easier
to make a trademark case on trademark infringement rather than a
copyright one on this topic. The main reason is because it is not settled
that minting something without permission is infringing copyright.
4. What do you think about NFTs being recognized as legal
property by the United Kingdom High Court? Is it a promising
improvement or made everything more complex?
Speaker Gregor PRYOR pointed out that it depends on whether the
rest of the world follows this practice. The United Kingdom for instance,
due to Brexit, is becoming more and more isolated. Sometimes a court or
a particular country takes the lead on some issue, and it is useful but it
really needs some kind of resemblance of harmony. From his perspective,
legislators tend to be quite forward-thinking, but only time will tell,
especially in United States.
5. Are we facing a conflict between digital society law (laws that
apply within the digital space) and the physical world legal system?
Do we have different separate systems and a conflict between them?
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Speaker Gregor PRYOR really thinks so. He set out a couple of reasons.
The first one is that the Metaverse has special rules. Meta, the company,
wants to put a different set of rules in the Metaverse and they can do it
and put us out if we don't like it. The other interesting thing, highlighted
by Speaker Gregor PRYOR, was a lot of fuss in the United States as to
whether one avatar assaulting another avatar constituted an assault in the
real world. There are law firms that are selling the services to help to
recover the losses and damages caused in these kinds of scenarios. "Can
your avatar be murdered?" is another issue that has already been raised,
there is an obvious conflict there, which has only just begun.
Speaker Andrés GUADAMUZ agreed completely with Speaker Gregor
PRYOR about the two things emerging within this context. He referred to
User’s License Agreements (EULAs) as a “constitution” to the virtual
space which it is necessary to comply with. In Second Life, there was an
attempt to try to bring external property laws into it. For instance, the
property rights over the virtual pieces of land. Right now, the companies
pretty much operate however they want, and have a monopoly on the
rules to be respected.
Moderator Michaela MACDONALD also added that there will be a
shift in thinking about this topic, and lots of people surely but slowly
move our digital existence into whatever version is made available to
them. These questions have been asked already with regards to video
games, whose answers were carelessly “these are just games”. So,
whoever made those games, made the rules, no matter what the players
thought of it. Video games have become much more than that, so now
we are talking about the next level of immersive experience - Metaverse which clearly is not just about entertainment, it is about all aspects of our
lives. The fact that it is built in an imaginary universe, a fantasy world, that
has no connection with the real world, is no longer important. Also, from
the perspective of the digital products and services, there will be a big
focus on actually delivering what has been promised. So, if Metaverse
providers are talking about property, ownership, they will have to make it
true and it should be then reflected in the license agreement, because
otherwise this potentially would be a matter for consumer protection.
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FINAL CLOSING REMARKS

Professor Manuel DESANTES, highlighted that, in this discussion on
this extremely interesting topic, the Pandora’s Box has been opened.
After pointing out all the topics -i.e., definition of the Metaverse, different
players, interoperability, the role of Intellectual Property in the Metaverse,
etc.-, he concluded that we must devote many more encounters to the
Metaverse, in the future. Nobody doubts about the exponential
dimension of the Metaverse that is going to change our lives and, of
course, Intellectual Property regulation.

Report written by Adèle Serio and Luz Sánchez García
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A WORLDWIDE
SUPPORT TEAM FOR
A NEW GENERATION
OF IP SPECIALISTS
Composed of young IP Professionals and Ph.D. Graduates and
Candidates from all parts of the world, the Support Team is a junior
thinktank, advising the Leadership of the Global Digital Encounters, and
responsible of drafting the Encounter's Reports. Working and putting
together their pluri-cultural experience , they are in charge of supervising
all the content, reporting, and materials which are then used for the GDEs.
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THE SUPPORT
ENTITIES

The GDE have managed to bring
together a relevant number of
organisations who believe and
place their support on the GDE as
a means to advance the Intellectual
Property debate forward.
The Editors thouroughly thank
them for their support throughout
this second year of the GDEs.
Thank you!
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FINAL WORDS

One year of intense think-tank work and debates on the Role of IP in a
world marked by deep changes allowed us to devise strategies, opinions
and also drawbacks on reinventing IP, so that it better fits the needs of all
stakeholders in society.
The work carried out throughout the GDEs covered in this publication
confirms the conclusion that the expansion of our focus in light of world
events is useful to support the international, European, and national
creative plans to promote solid and sound frameworks for Intellectual
Property to develop.
Fide and TIPSA are therefore committed to continue developing the
Global Digital Encounters program, for further think-tank work. In order to
be able to involve the Global Community and collect feedback from all
countries and parties involved in the revision of IP practices and policies,
we shall continue to develop our activities in a Digital format.
The GDEs will continue to focus on sharing experiences and expertise
amongst professionals from the various fields of IP,
via frequent Encounters and informal talks.
With the lessons learnt, we now look to the future, and invite you to join
us on the road ahead, and hopefully, together, we’ll shed some light on
the future of Intellectual Property.
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